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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 


Tue Unirep States Trape-Mark Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 82 Nassau Street, New York City. 
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CaLIFORNIA CrusHED Fruit Corporation v. Taytor Beverage & 
Canpy CoMPANY 


United States District Court, Western District of Wisconsin 


March 7, 1930 


Unrain ComMPeTITION—ImITaTING CoNTAINER oF Goops—FuncTIONAL Fea- 
TURES. 


A black color and a peculiar “champagne” shape on bottles for 
fruited beverages being functional features, the use thereof by defend- 
ant held not unfair competition as against the plaintiff, particularly 
as it was not shown that the latter’s use of these features had given 
them a secondary meaning as exclusively distinguishing its product. 

Unram Competirion—Svusstirution—Rerinuinc Borrtes Bearina Com- 
petrror’s Trape-Marx. 


The use by defendant in selling its beverages in bottles bearing 
plaintiff's trade-mark was enjoined as unfair competition. 


In equity. On motion for preliminary injunction to restrain 
unfair competition. Granted in part. 


Reed & Rogers, of Chicago, Ill., Sanborn, Blake § Aberg, of 
Madison, Wis., and W. T. Woodson, of Chicago, IIl., for 
the plaintiff. 

Henry B. Floyd, of Chicago, Ill., and Harry Sauthoff, of 
Madison, Wis., for the defendant. 


Luse, D. J.: The pleadings and affidavits submitted raise 
issues of fact on the novelty of the black, opaque, “champagne” 
shaped bottles adopted by plaintiff and which it seeks to enjoin de- 
fendant from using; also on plaintiff's claim that such bottles have 
secured a secondary meaning in the trade so as to indicate therein, 
by the phrase “black bottle,” plaintiff's product, “Mission Orange 
Dry,” as distinguished from other Orange Dry Products, includ- 
ing defendant’s. Furthermore, defendant makes a rather strong 
showing that the use of such black bottles by plaintiff is not so 
vent consumers’ observation of the separation of the fruit pulp 
from the liquid of the beverage, which separation, defendant claims, 
much to distinguish its product from others as to protect the fruit 
juices therein from the deleterious effects of light rays, and to pre- 
is unsightly, and when observable by consumers, as it is in trans- 
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parent bottles, results in sales resistance. If the black bottles 
used by both parties serve the two useful purposes last mentioned, 
it seems clear that defendant is entitled to use them unless plain- 
tiff has a right to their exclusive use, either under patent, which it 
has not, or by continued exclusive use to such degree that the black 
bottle container has come to have a secondary meaning indicating 
plaintiff's product as distinguished from others. Plaintiff com- 
menced to use the black, champagne bottle container in August, 
1928, while defendant commenced to use similar bottles prior to 
the commencement of this suit on August 8, 1929. So that the 
period of plaintiff's user, exclusive or otherwise, was not more 
than one year prior to the filing of plaintiff’s bill. It is assumed 
that no rule of thumb can be applied by which a court may say 
how long user is necessary to establish a secondary meaning to a 
container or other article. One can imagine a container so dis- 
tinctive and novel that its user for a short period with adequate 
advertising might give it a secondary meaning in a comparatively 
short time, but that would be unusual, if not extraordinary. Again, 
defendant’s labels and caps, together with its name for its product 
(‘““Land O’Lakes Orange Dry”), are admittedly so different from 
those of plaintiff as to forestall complaint by plaintiff as to them. 

There is no intent to decide the issues above outlined on this 
record. But those issues are presented and the court is not suffi- 
ciently satisfied that the plaintiff is right with respect thereto, to 
warrant the exercise of its discretion in favor of granting the in- 
junction asked for, except with respect to the bottles once used 
by plaintiff and which have the name of plaintiff's product blown 
in the bottom and have been re-filled by defendant with its product 
and sold to the trade. I am aware that the location of such words 
is in an inconspicuous place and that the use of defendant’s dis- 
tinctive labels and crowns may, and probably does, in most cases 
serve to overcome the effect of the words blown in the bottle. 
Nevertheless, the use of such bottle by defendant involves an asser- 
tion that the content is Mission Orange Dry, and the question is 
always present as to whether or not such assertion has been over- 
come by the use of defendant’s distinctive labels and crowns, as- 
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serting the contents to be Land O’Lakes Orange Dry, in the mind 
of the retail dealer or consumer. If defendant desires to market 
an Orange Dry, it should certainly avoid the use of containers 
which serve to assert anywhere that its product is that of plaintiff. 

While defendant’s answer and affidavits disclose that, on 
notice from plaintiff's counsel and before the bill herein was 
filed, it ceased to market its product in bottles having the name of 
plaintiff's product blown therein, and intends to sell no more until 
its right to do so is settled in this suit, it appears that it has a 
considerable quantity of such containers in its possession, and its 
brief discloses that it maintains its right to resume such practice. 
It seems entirely clear to me that defendant should not be per- 
mitted to do so. Under such circumstances no reason is seen why 
a preliminary injunction should not issue limited to enjoining the 
use by defendant of bottles having the name of plaintiff's product 
blown therein. Hence plaintiff's application is granted in part, 
and denied in part, in accord with this memorandum, and plaintiff’s 
counsel may submit an order accordingly. 


R. H. Macy anp Company, Inc. v. Macys, Inc. 
United States District Court, Northern District of Oklahoma 


March 25, 19380 


Unrair ComMPEeTITION—CorPoRATE NAME. 

Courts of equity are justified in protecting trade-names on two 
grounds, first, on the principle that names used in an established 
business constitute a property right, secondly, that the public may 
be deceived by the subsequent adoption and use of the same name by 
a competitor. 

Unram Competirion—‘*Macys”—Wronorut Use or Trape-NaAmME. 

The adoption and use by defendant of the name Macys, Inc., in 
a clothing business carried on in the State of Oklahoma, long after 
plaintiff, to defendant’s knowledge, had identified its name and trade- 
mark, “Macy,” with a similar business therein, held unfair competition. 


In equity. Action to enjoin defendant from using trade-name, 
and from unfairly competing by use of registered trade-name. 
Decree for plaintiff. 
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Preston C. West, Edward S. Rogers, Allen M. Reed, and 
William T. Woodson, all of Chicago, Ill., for plaintiff. 
Yancey §& Fist, of Tulsa, Okla., for defendant. 


Kenname_er, D. J.: This is an action to enjoin the defendant 
corporation from unfairly competing with plaintiff by using the 
name it has adopted, and for trade-mark infringement. The 
plaintiff is R. H. Macy & Co., Inc., a New York corporation; the 
defendant, Macys, Inc., is an Oklahoma corporation. The evi- 
dence discloses that the plaintiff and its predecessors have been in 
business since 1858, and are engaged in the business of selling 
women’s wearing apparel, as well as other merchandise, carrying 
on a very extensive volume of business. Plaintiff, having its place 
of business located in New York City, ships its goods all over the 
world, and has for a number of years had an established business 
with customers in the State of Oklahoma, including the City of 
Tulsa. The word “Macys” was registered in the United States 
Patent Office, as No. 78,338. The trade-mark is inserted in 
merchandise sold by plaintiff, and such gools were sold and shipped 
into Oklahoma prior to the organization of the defendant corpora- 
tion. The record indicates that plaintiff has sold approximately 
$5,000 worth of its merchandise in Tulsa a year prior to the organ- 
ization of the defendant corporation, and that the plaintiff and its 
business was identified in Oklahoma and the City of Tulsa by the 
name Macys. 

During the month of August, 1928, Macys, Inc. was organized 
under the laws of the State of Oklahoma to engage in the business 
of selling women’s wearing apparel. The evidence establishes 
that the president of the defendant corporation knew of plaintiff, 
and consulted counsel to ascertain if the use of the name Macys 
would infringe plaintiff's rights. After its organization, the de- 
fendant was notified by plaintiff that it was infringing plaintiff's 
rights and was requested to discontinue. Thus, it is apparent that 
the defendant continued to use the name Macys after it had been 
notified of plaintiff’s trade-mark, and that such a name was adopted 
by the defendant with knowledge upon the part of its officers and 
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incorporators of plaintiff and its identity as Macys. An injunction 
against the adoption and use of the name Macys is the object of 
plaintiff's bill. 

If plaintiff is to prevail in this action, it must be by reason of 
a property right vested in it. The United States Supreme Court, 
in the case of United Drug Company v. Rectanus Company, 248 
U. S. 90 [9 T.-M. Rep. 1, 89 S. Ct. Rep. 48], at page 97, speaking 
through Mr. Justice Pitney, said: 


“There is no such thing as property in a trade-mark except as a right 
appurtenant to an established business or trade in connection with which 
the mark is employed. The law of trade-marks is but a part of the 
broader law of unfair competition; the right to a particular mark grows 
out of its use, not its mere adoption; its function is simply to designate 
the goods as the product of a particular trader and to protect his good- 
will against the sale of another’s product as his; and it is not the subject 
of property except in connection with an existing business.” 

The soundness of such reasoning is without question. On the 
other hand, when such a mark is employed in connection with an 
established business, it should be protected by courts of equity, 
to prevent unfair competition. In such instances, the holder of a 
trade-mark has a property right subject to protection, and its value 
depends upon the extent of the business to which the trade-mark 
or name is connected. In other words, if the name is well estab- 
lished and is used in connection with an extensive business, the 
adoption and use of a similar name would directly affect such 
a business. The property right is the expectancy of future busi- 
ness which grows around a trade-mark or trade-name used in con- 
nection with a well-established business. An appropriation of such 
a name may interfere directly with an expectancy and deprive the 
owner of his selling market. 

Another consideration justifying a court of equity in protect- 
ing a trade-mark or trade-name against infringement is the interest 
the public has in established names and marks. An adoption or 
appropriation of a name or mark might well deceive unsuspecting 
purchasers into thinking they are obtaining the goods to which the 
name or mark has become identified. This interest, when and if, 
in fact, it exists, by reason of such an established business, is 
alone sufficient to warrant protection of trade-marks and names. 
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A consideration of the facts in the instant case, in light of 
the principles herein set forth, establishes that the name Macys 
has been identified with the business of the plaintiff for a great 
many years, and that the business of the plaintiff extended into 
Oklahoma and to the City of Tulsa prior to the organization of the 
defendant corporation. The evidence discloses that the name 
Macys is connected with a well-established business, and it was 
equally well proven that such business extended to the place where 
the defendant employed the same name for the carrying on of a 
business similar to the one to which it was connected, and to which 
it had a distinct identity. A significant fact in the instant case is 
that the name was adopted by the defendant with knowledge upon 
the part of its officers and incorporators of plaintiff and its name, 
and too, that before the defendant had been engaged in its business 
a very long period of time, it was notified and requested to dis- 
continue the use of the name. Thus, any efforts exerted by de- 
fendant to create a good-will for the name Macys in Tulsa, Okla., 
were with notice and against the wishes of plaintiff. Defendant 
was not an innocent user of the name, and certainly is not the 
prior appropriator of it. 

It is insisted upon the part of defendant that plaintiff’s busi- 
ness did not extend into Oklahoma, and that it was the first user 
of such a name in this locality, and further, that the name was 
taken from the given name of one of its incorporators, whose name 
is Morris; that Morris’ given name was Moses and that the Jewish 
word meaning Moses is “Moesche,” pronounced “Macy.” 

The latter contention is without merit, and in view of the 
evidence in the case, is not worthy of serious consideration. The 
proposition urged that there is no competition between plaintiff 
and defendant because of the geographical distance between the 
stores operated by them is of importance. In submitting this 
theory of defense, the cases of United Drug Co. v. Theodore 
Rectanus Co., supra, and Hanover Star Milling Co. v. Allen & 
Wheeler, 204 U. S. 408 [6 T.-M. Rep. 149, 27 S. Ct. Rep. 360], 
are relied upon. The facts in the case at bar are different from 
those in the cited cases. In each of the cited cases, the second 
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user of the trade-name had enjoyed the use of the name for a long 
period of time; had adopted and used it without knowledge that 
another was or had been using the same name, and was using it in 
an entirely different section of the country where a distinct identity 
and good-will had been created for it. Probably the most sig- 
nificant difference in the facts in the instant case and the cited 
cases is that in the cases referred to the first and prior user had 
not extended his business into the locality where the subsequent 
user had created a good-will for it. A quotation from the case of 
United Drug Co. v. Rectanus Co., supra., clearly illustrates the 
case to which it is applicable, viz.: 


“Mrs. Regis and her firm (the first user of the trade-name), having, 
during a long period of years, confined their use of the ‘Rex’ mark to a 
limited territory wholly remote from that in controversy, must be held to 
have taken the risk that some innocent party might in the meantime hit 
upon the same mark, apply it to goods of similar character, and expend 
money and effort in building up a trade under it; and since it appears 
that Rectanus in good faith, and without notice of any prior use by others, 
selected and used the ‘Rex’ mark, and by the expenditure of money and 
effort succeeded in building up a local but valuable trade under it in 
Louisville and vicinity before petitioner entered that field, so that “Rex” 
had come to be recognized there as the ‘trade signature’ of Rectanus and 
of respondent as his successor, petitioner is estopped to set up their con- 
tinued use of the mark in that territory as an infringement of the Regis 
trade-mark.” 

At page 415 in the case of Hanover Star Milling Company v. 
Metcalf (240 U. S. [6 T.-M. Rep. 149] 36 S. Ct. Rep. 369), it is 
said: “Into whatever markets the use of a trade-mark has ex- 
tended, or its meaning has become known, there will the manufac- 
turer or trader whose trade is pirated by an infringing use be en- 
titled to protection and redress.” The case was determined upon 
the precise facts and circumstances involved, which facts are en- 
tirely different from those herein presented. 

A trade-mark has been protected, and the exclusive right to its 
use established, in a case where there was no deception, as the 
original article was being sold, being an important item. A. Bour- 
jois & Co. v. Katzel, 260 U. S. 689 [13 T.-M. Rep. 69, 43 S. Ct. 
Rep. 244]. Certainly, a trade-mark is entitled to protection where 


there is possibility of deception, or of misleading the public. 
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In the instant case the defendant should be enjoined from 
using the name Macys; first, because of the willful appropriation 
of the name with knowledge of its identity with plaintiff, and 
secondly, because the adoption of the name is calculated to cause 
purchasers to falsely believe that the defendant is connected with 
the plaintiff. That plaintiff is entitled to injunctive belief in such 
a case has been judicially determined in cases involving similar 
facts. Buckspan v. Hudson’s Bay Company (5 C. C. A.), 22 Fed. 
(2d) 721 [18 T.-M. Rep. 4]; Sweet Sirteen Co. v. Sweet “16” 
Shop, Inc. (8 C. C. A.), 15 Fed. (2d) 920 [17 T.-M. Rep. 71]. 

Decree for plaintiff enjoining the defendant from using or 
employing the name Macys in connection with the business being 
conducted by it. 


JosepuH L. Kativus v. Bimsiick Toy MANUFACTURING CoMPANY, 
INC., ET AL. 


New York Supreme Court, Appellate Division, First Department 
April 11, 1930 


Unrain Competrrion—Coryine SrructuraL FEATURES AND APPEARANCE OF 

Goons. 

After plaintiff had devised a doll, sold as the “Margie” doll, dis- 
tinguished by certain original features, protected by copyright and 
design patent, defendants put out substantially an exact copy thereof, 
of inferior quality and at a lower price, held plaintiff was entitled 
to a preliminary injunction. 

On appeal from an order of Special Term, denying plaintiff's 
motion for a preliminary injunction. Reversed. 


Briesen & Schrenk (Thomas McErlean, of counsel), all of New 
York City, for appellant. 

Mock & Blum (Asher Blum, of counsel), all of New York 
City, for respondent. 


SuHerMAN, J.: Plaintiff is a doll manufacturer who after two 
years’ experimentation placed upon the market a doll which he 
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called the ‘“Margie” doll. The head of this doll is constructed with 
a groove which permits a ribbon to be tied around the head so that 
it will not readily fall off. It has a somewhat grotesquely shaped 
head and its expression is that of a winsome, smiling little girl. 
The arms and legs are composed of wooden segments held together 
by an elastic cord which permits the bending in any direction. The 
child’s body is not normal but pear-shaped. The legs, ankles and 
feet are flexible. This doll was first sold in December, 1928, and 
has been widely and extensively dealt in and has become known 
in the trade as “The Margie Doll.” Plaintiff has obtained a copy- 
right upon this doll and his application for a design patent has 
been allowed by the United States Patent Office. 

Defendant produced a doll which is substantially an exact 
copy of this doll. It has the same height, size and proportions. 
It appears to be more cheaply constructed than the “Margie” doll 
and the finish of samples produced is lacking in quality. Thus 
defendant is able to sell its product more cheaply than plaintiff. 
Plaintiff's customers are very likely to refuse to purchase and 
carry plaintiff's doll when they know that such a cheap imitation 
is on sale at other stores. 

At first defendant gave his doll no name, but recently he named 
it the “Bettie” doll. There is evidence to the effect that defendant 
tried to sell his product as the “Margie” doll at one-half the price 
charged by plaintiff. 

Defendant asserts that he has been manufacturing the doll 
for about one year, having apparently done so on the assumption 
that plaintiff's doll was not protected by design patent or by copy- 
right. He does not claim to have originated the doll; clearly it is 
a copy of plaintiff’s design. 

The mere fact that defendant now uses a pasteboard container 
in which the doll is delivered to the retailer which is entirely dif- 
ferent in color and wording from that used by plaintiff does not 
help defendant here. The final purchaser buys a doll because of 
its appearance and not by the appearance of the carton in which 
it may be placed. 
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Undoubtedly, defendant’s intent was to invade the field in 
which plaintiff had been offering his product and by copying it 
to sell his product as if it were the “Margie” doll. 

Under these circumstances plaintiff is entitled to a temporary 
injunction restraining this unfair competition. (Steiff v. Bing, 206 
Fed. 900; Button v. Cupples, 117 App. Div. 172.) The order 
should be reversed with $10 costs and disbursements, and motion 
for a preliminary injunction granted. 

All concur. 


IN RE DENNISON MANUFACTURING Co. 
United States Court of Customs and Patent Appeals 
April 10, 19380 


Trave-Marks—ConFiGuRATION oF Goons. 
An urn-shaped “patch” applied for reinforcement to ordinary 
shipping tags held unregistrable, as it is not a trade-mark. 
Appeal from a decision of the Commissioner of Patents, re- 
fusing to register a trade-mark. Affirmed. For the Commissioner’s 
decision, see 18 T.-M. Rep. 469. 


Roberts, Cushman & Woodberry, Cushman, Bryant § Darby 
(Robert Cushman and Charles D. Woodberry, of counsel), 
all of Boston, Mass., for appellant. 

T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Lenroot, J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the action of the Examiner of Trade- 
Marks rejecting appellant’s application to register as a trade-mark 
an urn-shaped figure forming a patch for a tag. 

The mark is described in appellant’s brief as follows: 


“Said mark is the outline or silhouette of an urn-shape or vase-like 
figure applied to the packages containing the goods by printing it upon 
the labels in the usual way and to the tags themselves by forming it 
integral with the string reinforcement (the “patch,” technically so-called) 
of the tag.” 
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The application was filed on December 8, 1926. On August 
24, 1928, appellant amended its petition by inserting the following 
disclaimer: 


“The trade-mark consists in the substantially urn-shaped outline 
shown, regardless of how applied to the goods, and no claim is made to a 
perforated patch apart from substantially such outline.” 

However, the entire argument of appellant, both in its brief 
and upon oral hearing, was to the point of whether the conforma- 
tion or outline of the patch could constitute a valid trade-mark. 
It is unnecessary for us to determine whether an application for 
the registration of the mark, not as an integral part of the patch, 
would be allowable. 

It is a matter of common knowledge that in the manufacture 
of tags it is customary to reinforce the tag around the opening 
through which the fastening cord is looped. This reinforcement 
is called a patch. Appellant has selected a particularly shaped 
patch, as appears from the samples submitted with the application 
for registration, and claims a trade-mark upon the outline or con- 
formation thereof. 

The Commissioner held that the tag and its reinforcing patch 
are parts of the completed article and that the mere shape of the 
patch is not a feature which can be recognized as constituting a 
trade-mark. 

We agree with this holding of the Commissioner. 

It is well settled that the configuration of an article having 
utility is not the subject of trade-mark protection. Adams v. 
Heisel, 81 Fed. Rep. 279; Davis v. Davis, 27 Fed. Rep. 490; Nims 
on Unfair Competition and Trade-Marks, sect. 195. 

Appellant concedes the correctness of this doctrine as applied 
to articles, but apparently contends that it does not apply to a part 
of an article, even though such part performs a useful function. 
We see no distinction in principle. If one may secure a valid 
trade-mark upon the shape or configuration of an essential part 
of an article it would permit monopolies never intended to be pro- 
tected by the common law relating to trade-marks, or by statutes 
governing their registration. 
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In the case at bar, appellant affixes nothing to the patch, and 
if the patch, which is conceded to have utility, be removed, there 
would be nothing left of the trade-mark. 

We do not pass upon the registrability of the urn-shaped out- 
line or vase-like figure as a trade-mark if applied to packages or 
to the tags apart from the patch. Were there an application for 
the registration of such a mark, involving nothing more, a different 
question would be before us. 

It is clear to us that the effect of granting appellant’s appli- 
cation would not be the recognition of a mark to indicate the . 
origin of goods, but recognition of a monopoly of a particular 
shape of a useful part of a finished article. We are satisfied that 
this the law of trade-marks does not permit. 
The decision of the Commissioner is affirmed. 
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Cuaries LaLanne v. F. B. Arnotp & Co. 
United States Court of Customs and Patent Appeals 
April 10, 1980 


Trave-Marxs—“Fraise” on Tomer PreparaTions—NON-pDESCRIPTIVE—SEC- 
onpaRyY MEANING. 
Although the term “Fraise,” a French word meaning strawberry, 

might in France be descriptive when used on a rouge having a straw- } 
berry color, it is not so used by the appellee and hence is not descrip- 

tive of such goods. Moreover, appellee’s use thereof for a long period 

of years has given it a secondary meaning. 

Trave-Mark—Ricut or Exciusive AGENT To ReEGIsteERr. i 

Where appellee was granted by contract exclusive sales rights in 
the United States for a toilet preparation manufactured in France 
under the trade-mark “Fraise,” he had the right to register the mark 
under which the goods are sold. Appellant, therefore, held not en- 
titled to register its mark, consisting of the word “Fraisy,” for the 


same goods. 


Appeal from a decision of the Commissioner of Patents in a 


ee a 


i me 


trade-mark interference. Affirmed. For the Commissioner’s de- 
cision, see 18 T.-M Rep. 813. 


Hugo Mock, Asher Blum (Charles R. Allen, of counsel), all, 
of New York City, for appellant. 
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Benj. R. Johnson (John S. Keith and Oscar W. Jeffrey, of 
counsel), all of New York City, for appellee. 


HatrFie.p, J.: This is an appeal in a trade-mark interference 
proceeding from the decision of the Commissioner of Patents hold- 
ing that appellant was not entitled to register its trade-mark 
“Fraisy” for use on rouge and other toilet articles. Appellant’s 
application was filed on July 30, 1928. 

Appellee’s mark “‘Fraisia’’ for use on rouge having been regis- 
tered on September 27, 1921, an interference was declared. 

Considerable evidence was submitted by the parties. It 
appears therefrom that appellee had been using the trade-mark 
‘‘Fraise” on lipsticks for more than twenty-five years prior to the 
taking of the testimony in this case; that these articles were pur- 
chased by appellee from Maison Dorin of Paris, France, and sold 
in large quantities throughout the United States; that each box 
containing ‘‘Fraise’”’ lipsticks or rouge purchased and sold by ap- 
pellee bore a label with its (appellee’s) name and address and 
words designating it as ‘‘sole agent’’; that, by virtue of its contract 
with Maison Dorin, appellee had the right, according to the testi- 
mony of the witness, John W. Arnold, brought out on cross-ex- 
amination, to “register any of Dorin’s trade-marks,” and to use 
them during the continuance of the relationship existing between 
Dorin and appellee; that some of its rouge was put up in metal, 
and some in pasteboard, containers; that the rouge in the paste- 
board containers was sold in two colors and white, and that the 
rouge in the metal containers was sold in four colors and white; 
that none of these was a “strawberry color’; that appellee first 
used its registered trade-mark “Fraisia” in December, 1920; and 
that large quantities of rouge have been sold under this trade- 
mark. Appellant first used its trade-mark “Fraisy” in the United 
States in 1917, and has continued to use it, to some extent, since 
that time. It further appears from the testimony of the applicant 
that, due to the fact that strawberry juice is used as a basis for 
his preparations, he adopted and use the trade-mark “Fraisy.” In 
this connection, he said: 
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«“* * * My preparations have the juice of the strawberry (in French 
‘Fraise’) as their basis, and this is what led me to adopt the name 
‘Fraisy,’ as I knew that this word could constitute a valid trade-mark and 
prevent infringers from imitating either the mark or the method of 
presentation of my preparations.” 


The Examiner of Interferences held that the word “Fraise” 
was a French word meaning “strawberry”; that appellee had used 
the word “Fraise” as its trade-mark for the purpose of indicating 
the shade or color of its rouge; that, as the word was descriptive, 
appellee had no right to its exclusive use, and, therefore, was 
not entitled to any “benefit from the date of its use in trade for the 
purpose of carrying back its date of adoption and use of the word 
‘Fraisia’ prior to 1920. Since 1917, the date of adoption and use 
afforded to the applicant of the word ‘Fraisy’ is prior to 1920, the 
earliest date which can be awarded the registrant for use of the 
word ‘Fraisia,’ it is adjudged that the applicant is entitled to the 
registration for which he has made application.” 

In reversing the decision of the Examiner of Interferences, the 
Commissioner of Patents, among other things, said: 


“* * * Under these circumstances, it does not appear fully estab- 
lished that the word ‘Fraise’ was used merely in a descriptive sense. 
The word is the name of a berry and while such word is frequently used 
to designate a color, yet in view of the evidence in support of the regis- 
trant’s Exhibit No. 7, which shows various colors and white, it is believed 
fair to hold the word was used in a trade-mark way to indicate origin of 
goods. It is evident confusion of origin would result from the use of the 
applicant’s mark, ‘Fraisy,’ the registrant’s mark, ‘Fraisia,’ and the pre- 
viously used word ‘Fraise, if they appeared upon the same goods in the 
same market. They are all, to the mind of the average purchaser, quite 
similar in appearance, spelling, sound and significance. It seems plain the 
applicant, who entered the field long after the use of the word ‘Fraise’ 
on the same class of goods, should not add to the confusion in the minds of 
the purchasing public. 

“It remains to be considered whether the registrant, Arnold & Co., 
are owners of their mark and of the mark ‘Fraise’ in this country. It is 
common to grant registration of trade-marks to exclusive agents in this 
country of foreign manufacturers. Perhaps a fair holding supporting the 
view that such a distributor, having exclusive rights in this country, is the 
owner of a trade-mark in this country when applied to such goods, even 
if they are manufactured and sold under the same trade-mark by the 
licensor in a foreign country, is that of Scandinavia Belting Co. v. As- 
bestos § Rubber Works of America, Inc., 257 Fed. Rep. 937, C. C. A. 2nd 
Cir. [9 T.-M. Rep. 136].” 


eR. 








CHARLES LALANNE V. F. B. ARNOLD & CO. 177 


Although it is contended by counsel for appellant that there 
is no evidence that appellee was the exclusive distributor of 
“Fraise” lipsticks, or that it owned any rights in the ‘Fraise lip- 
stick,” we are not of this opinion. We think the evidence is sufk- 
cient to establish that appellee was the exclusive distributor of 
“Fraise” lipsticks and that it had the right to register the mark 
(assuming that it is subject to registration) and use it during the 
life of its contract with Maison Dorin. Obviously, then, appellee 
had a special ownership in each mark. Scandinavia Belting Co. 
v. Asbestos §& Rubber Works of America, Inc., 257 Fed. 937 [9 
T.-M. Rep. 136]. In that case the Circuit Court of Appeals, 
Second Circuit, said: 

“* * * But in the case now before us this court holds that one who 
has the exclusive right to use a trade-mark in the United States has such 
a special ownership therein as entitles him to its registration during the 
period of his exclusive use. ‘Ownership’ is the right by which a thing be- 
longs to some one in particular to the exclusion of all others. And the 
right to the exclusive use of this trade-mark in this country was in this 
plaintiff for a period of twenty-seven years or seven years beyond the 
registration period fixed by the statute. To say that the relation which 
existed between the English and the American company was that of 
agency does not help the defendant, for if it be conceded that the relation 
is that of agency it must also be conceded that it is an agency coupled 
with an interest, and the right to the exclusive use is one which cannot 
be withdrawn, and an interest sufficient to prevent revocation is sufficient 
to make the plaintiff such a special ‘owner’ of the trade-mark as entitled 
it to register the same under the provisions of the act. To hold that one 
who has the exclusive right to use a trade-mark has no right to have it 


registered under the act would be, in our opinion, subversive of the policy 
and intent of the statute.” 


It clearly appears from the evidence that appellee purchased 
its goods from Dorin; that it was the exclusive distributor in the 
United States of these goods; and that appellee had the right to 
register any trade-mark used by Dorin on the goods purchased by 
it. To hold that appellee was not the owner of the mark “Fraise” 
in the United States during the life of its contract would amount 
to a denial of the truth of the uncontradicted evidence that such 
was the case. 

Counsel for appellant have cited the case of Lawrence- 
Williams Co. v. Société Enfants Gombault et Cie., 22 Fed. (2nd) 
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512 [17 T.-M. Rep. 503], as authority for the contention that 
appellee had no ownership in the mark “Fraise.” 

In that case the contract between the foreign owner of the 
trade-mark and the defendant, granting defendant the right to be 
the exclusive distributor in the United States of plaintiff’s goods 
together with the right of using plaintiff's trade-mark, had expired. 
Thereafter, defendant used the trade-mark on other goods. The 
court held that defendant had no right to the use of the mark. In 
its decision, the court said: 

“* * * Whether it had the right to register those marks belonging to 
plaintiff for the purpose of protecting its exclusive selling right in the 
United States we do not determine.” 

The decision in that case is not in point. 

It is argued that the word “Fraise’” is a French word mean- 
ing “strawberry”; that it is descriptive of the rouge sold by 
appellee; and that, therefore, appellee is not entitled to its ex- 
clusive use as a trade-mark. The word “Fraise,”’ according to 
English dictionaries, has several definitions. Among them, how- 
ever, is the following: 

“fraise, n. Her. A_ strawberry-leaf, as in a ducal coronet. [F., 
strawberry, < L. fragum, the plant.]” 

The definition does not indicate that the word is ever used to 
describe color. But, if the word is so used in France, it cannot be 
said to be commonly or generally so used in the United States. See 
Le Blume Import Co., Inc. v. Coty et al., 293 Fed. 344 [13 T.-M. 
Rep. 233]. If it is ever used to denote a strawberry color, it is cer- 
tainly not descriptive of any rouge sold by appellee. 

We are of opinion that the trade-mark “Fraise,’ due to its 
use over a long period of years by appellee, has become associated 
in the mind of the public in the United States with appellee's 
goods; that it identifies such goods and indicates their origin; and 
that the use of the mark “Fraisy” by appellant, on goods possess- 
ing the same descriptive properties as those on which the mark 
“Fraise” is used by appellee, would cause confusion in the mind 
of the public and lead to deception, and that appellant is not 
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entitled to have its mark registered. This holding disposes of all 
issues by the appeal. 
The decision is affirmed. 


Witurams O11-O-Matic Heatine Corp. v. Tue Butter Company 
United States Court of Customs and Patent Appeals 
April 10, 19380 


Trape-Marxs—Cance.itation—“Ort-O-Matic”—Res Apsupicata. 

Where appellant, owner of the trade-mark “Oil-O-Matic” used on 
oil burners, unsuccessfully opposed the registration by appellee of the 
same word as a trade-mark for windmills on the ground of confusing 
similarity, it could not base a subsequent suit for cancellation of the 
latter’s registration on the ground that said mark was the salient part 
of its corporate name, inasmuch as the decision in the opposition was 
res adjudicata., 

Appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For Commissioner’s decision, 


see 16 T.-M. Rep. 464. 


Langdon Moore, of Bloomington, Ill., and James Atkins, for 
appellant. 
Joseph A. Minturn, Herbert A. Minturn (Robt. S. Barry, of 


counsel), for appellee. 


HatrFiE.p, J.: This is an appeal, in a trade-mark cancellation 
proceeding, from the decision of the Commissioner of Patents 
affirming the decision of the Examiner of Interferences dismissing 
appellant’s application for the cancellation of the registration of 
appellee’s trade-mark “‘Oilomatic” for use on windmills. 

Appellant alleges in its application that it has used the word 
“Oil-O-Matic” as a trade-mark for liquid fuel burning devices— 
oil-burners—and safety control means therefor, since August, 1921; 
that appellee’s trade-mark registration No. 219,976, “set up a 
date of adoption and use as of January 21, 1925”; that appellant’s 
trade-mark was registered for use on its products on June 16, 
1925—No. 199,644, and on December 25, 1926—No. 222,211; that 
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the word “Oil-O-Matic” is “the salient feature” of appellant’s cor- 
porate name; that it originated the word “Oil-O-Matic’; that, due 
to the expenditure of considerable money in advertising, its goods 
and trade-mark have become associated in the mind of the public; 
that the use by appellee of the same mark on windmills would lead 
the public to believe that appellee’s product was manufactured by 
appellant, or that the products of the parties had the same origin; 
that the registration of the word “Oilomatic” to “any other manu- 
facturer of mechanical devices will destroy your petitioner’s ident- 
ity . . . . will limit its expansion into manufacturing other 
mechanical devices, and will destroy its monopoly in its trade- 
mark which it coined and which, by its use and advertising, has 
established a high reputation for articles which bear it’; and that 
appellant deems itself injured by the registration of the word 
“Oilomatic” to appellee. 

In its answer, appellee alleges that the issues presented by 
appellant’s application for cancellation were adjudicated in “Op- 
position No. 6440, Williams Oil-O-Matic Heating Corporation v. 
The Butler Company, July 12, 1926”; that its registration of the 
word “Oilomatic’” for use on windmills cannot cause any injury or 
damage to appellant; and that the goods of the parties do not 
possess the same descriptive properties. 

It appears from the record that on June 10, 1925, appellant 
filed a notice of opposition to the registration by appellee of the 
mark in question. It was alleged therein that the registration of 
the mark to appellee would cause confusion in the trade; that it 
would limit the right of appellant—opposer—to extend the use of 
its mark in connection with the expansion and extension of its 
business; that appellant had extensively advertised its mark; that 
it was extensively engaged in the manufacture and sale of fuel- 
burning devices and safety-control means therefor; that it had con- 
tinuously used its mark “Oil-O-Matic” on its product for several 
years before the adoption and use by appellee of the mark “Oilo- 
matic’ on windmills; and that the registration of appellee’s mark 
would cause great damage and injury to appellant. 
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Appellant did not allege in its notice of opposition that the 
word “QOil-O-Matic” was “the salient feature” of its corporate 
name, and that, for that reason, it would be injured by the regis- 
tration of the word “Oilomatic” by appellee. 

Appellee filed a motion to dismiss the notice of opposition. 

On October 10, 1925, the Examiner of Interferences denied 
the motion to dismiss the opposition, and in his decision, among 
other things, said: 


“The opposer stated in its brief and has urged orally at the hearing 
on the motion to dismiss that registration of the applicant’s mark should 
be refused because it constitutes an essential feature of the opposer’s 
corporate name. It is stated by the opposer that copies of its articles of 
incorporation have been on file in the Patent Office since filing of the 
notice of opposition. This request is deemed to be in effect a request for 
ex parte consideration, a function which the examiner of interferences is 
reluctant to assume, except by the direction of the Commissioner.” 


Thereupon, appellee, on October 19, 1925, filed an answer to 
the notice of opposition. We deem it unnecessary to set out here 
the allegations contained in the answer. 

The record contains a decision of the Commissioner of Patents 
rendered on January 30, 1926, in which appears the following: 


“This case comes up on a petition filed October 16, 1925, by the 
opposer, asking the exercise of supervisory authority to suspend the 
opposition proceedings and return the application to the jurisdiction of the 
Examiner of Trade-Marks for ex parte rejection on the opposer’s cor- 
porate name. 

“The case has been referred to the Examiner of Trade-Marks for a 
report. His report, under date of January 4, 1926, reads as follows: 

“In response to the petition by Williams Oil-O-Matic Heating Corp., 
in Opposition No. 6440, allow me to state that, had my attention been 
drawn to the articles of incorporation referred to, the application of The 
Butler Company would at that time have been refused registration in 
view of said articles. However, in view of the ruling of the Supreme 
Court of the United States in the case of Simpex Electric Heating Com- 
pany v. Robertson, Commissioner of Patents, handed down this day, such 
practice should not be followed. 

“Since the Examiner of Trade-Marks in making his report must have 
considered the question of similarity of goods, and the Examiner of Inter- 
ferences in his decision of October 10, 1925, must have considered the 
same question, there appears to be a conflict in the opinions of these two 
tribunals. 

“The case is, therefore, returned to the Examiner of Interferences 
for reconsideration of his decision, or such other action as he deems 
proper.” 


The petition is denied. 
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Thereupon, the Examiner of Interferences again considered 
appellee’s motion of July 30, 1925, to dismiss the opposition, and, 
on February 27, 1926, the motion was sustained. 

On appeal to the Commissioner of Patents, the decision of the 
Examiner of Interferences was affirmed and the notice of opposition 
dismissed. 

The Commissioner held that the goods of the parties did not 
possess the same descriptive properties; that the use of the mark 
“Oilomatic” by appellee on windmills would not interfere with the 
use of the same mark by appellant on oil-burners; and that the 
registration of appellee’s mark would not cause confusion in the 
mind of the public. In concluding his decision, the Commissioner 
said: 

“The opposer’s corporate name was not pleaded in opposition to the 
applicant’s right to the registration of the mark in issue and was not con- 
sidered by the acting Examiner of Interferences in his decision. This con- 
stitutes a new ground of opposition, and is not properly before me for 
decision. (The Albert Dickinson Co. v. Conklin, 1296 O. G. 3422; In re 
Battle Creek Sanitariwm Company, Limited, 128 O. G. 2837; The Hannis 
Distilling Company v. George W. Torry Company, 141 O. G. 569; National 
Water Company v. The Akron Brewing Company, 197 O. G. 999 [4 T.-M. 
Rep. 76.” 

As appellant took no appeal, the decision of the Commissioner 
became final. This was the state of the record when the issues in 
the cancellation proceeding came on for hearing before the 
Examiner of Interferences. 

In the decision of the Examiner, August 3, 1927, dismissing 
the application for cancellation, it was pointed out that in the 
opposition proceeding appellant had relied exclusively upon “the 
confusion in trade-clause” of section 5 of the Trade-Mark Act of 
1905; that, in the cancellation proceeding, the “name clause” of 
section 5 is sought to be relied upon; and that both issues might 
have been presented in the opposition proceeding. It was, there- 


fore, held that the decision in the opposition proceeding was “con- 
clusive as to every question that was or might have been presented 
and determined therein.” The following cases were cited in the 
decision: Bluthenthal § Bickart v. Bigbie Bros. § Co., 143 O. G. 
1346, 1909 C. D. 411; and The Hart Steel Company and Guilford 
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S. Wood v. The Railroad Supply Company, 289 O. G. 654, 244 
U. S. 294 (87 S. Ct. Rep. 506). 

The Commissioner affirmed the decision of the Examiner of 
Interferences holding, in substance, that the decision in the opposi- 
tion proceeding was conclusive as to all issues that were or might 
have been presented in the proceeding; and that, as the involved 
issues either were or could have been litigated in the opposition 
proceeding, appellant is barred by the doctrine of res adjudicata 
from raising these issues in a cancellation proceeding. 

Is this a case for the application of the doctrine of res 
ad judicata? 

In the case of Cromwell v. County of Saco, 94 U. S. 351, the 
Supreme Court said: 


“In considering the operation of this judgment, it should be borne in 
mind, as stated by counsel, that there is a difference between the effect of 
a judgment as a bar or estoppel against the prosecution of a second action 
upon the same claim or demand, and its effect as an estoppel in another 
action between the same parties upon a different claim or cause of an 
action. In the former case, the judgment, if rendered upon the merits, 
constitutes an absolute bar to a subsequent action. It is a finality as to 
the claim or demand in controversy, concluding parties and those in 
privity with them, not only as to every matter which was offered and 
received to sustain or defeat the claim or demand, but as to any other ad- 
missible matter which might have been offered for that purpose. Thus, 
for example, a judgment rendered upon a promissory note is conclusive 
as to the validity of the instrument and the amount due upon it, although 
it be subsequently alleged that perfect defences actually existed, of which 
no proof was offered, such as forgery, want of consideration, or payment. 
If such defences were not presented in the action, and established by 
competent evidence, the subsequent allegation of their existence is of no 
legal consequence. The judgment is as conclusive, so far as future pro- 
ceedings at law are concerned, as though the defences never existed. The 
language, therefore, which is so often used, that a judgment estops not 
only as to every ground of recovery or defence actually presented in the 
action, but also as to every ground which might have been presented, is 
strictly accurate, when applied to the demand or claim in controversy. 
Such demand or claim, having passed into judgment, cannot again be 
brought into litigation between the parties in proceedings at law upon any 
ground whatever. 

“But where the second action between the same parties is upon a 
different claim or demand, the judgment in the prior action operates as 
an estoppel only as to those matters in issue of points controverted, upon 
the determination of which the finding or verdict was rendered. In all 
cases, therefore, where it is sought to apply the estoppel of a judgment 
rendered upon one cause of action to matters arising in a suit upon a 
different cause of action, the inquiry must always be as to the point or 
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question actually litigated and determined in the original action, not what 
might have been thus litigated and determined. Only upon such matters 
is the judgment conclusive in another action.” 

See also Nesbit v. Riverside Independent District, 144 U. S. 
610 (12 S. Ct. Rep. 746); New Orleans v. Citizens Bank, 167 
U. S. 371 (17 S. Ct. Rep. 905), and cases cited; Southern Pacific 
Railroad Co. v. United States, 165 U.S. 1 (17 S. Ct. Rep. 243). 

The doctrine of res adjudicata is applicable to proceedings of 
of a judicial character in the Patent Office. In re Barrett’s Appeal, 
14 App. D. C. 255; Blackford v. Wilder, 28 App. D. C. 535; 
Horine v. Wende, 29 App. D. C. 415; In re Herbst, 32 App. D. C. 
269; Bluthenthal & Bickart v. Bigbie Brothers §& Company, 33 
App. D. C. 209; In re Herbst, 44 App. D. C. 203 [6 T.-M. Rep. 
137). 

In the case of Black Betsey Coal § Mining Company v. The 
W. J. Hamilton Coal Company, 197 O. G. 998 [4 T.-M. Rep. 135], 
decided December 15, 1913, the Commissioner of Patents held that 
a decision in a trade-mark interference proceeding was conclusive 
of every question that might have been presented, and that the 
party against whom the decision was rendered was barred by the 
doctrine of res adjudicata from again presenting such issues to the 
tribunals of the Patent Office in a cancellation proceeding. 

Section 6 of the Trade-Mark Act provides: 

“Sec. 6. That on the filing of an application for registration of a 
trade-mark which complies with the requirements of this act and the pay- 
ment of the fees herein provided for, the Commissioner of Patents shall 
cause an examination thereof to be made; and if on such examination it 
shall appear that the applicant is entitled to have his trade-mark regis- 
tered under the provisions of this act, the Commissioner shall cause the 
mark to be published at least once in the Official Gazette of the Patent 
Office. Any person who believes he would be damaged by the registration 
of a mark may oppose the same by filing notice of opposition, stating the 


grounds therefor, in the Patent Office within thirty days after the pub- 
lication of the mark sought to be registered, * * *” 


Section 7 reads as follows: 


“Sec. 7. That in all cases where notice of opposition has been filed 
the Commissioner of Patents shall notify the applicant thereof and the 
ground therefor. 

“Whenever application is made for the registration of a trade-mark 
which is substantially identical with a trade-mark appropriated to goods 
of the same descriptive properties, for which a certificate of registration 
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has been previously issued to another, or for registration of which an- 
other has previously made application, or which so nearly resembles such 
trade-mark, or a known trade-mark owned and used by another, as, in 
the opinion of the Commissioner, to be likely to be mistaken therefor by 
the public, he may declare that an interference exists as to such trade- 
mark, and in every case of interference or opposition to registration he 
shall direct the Examiner in charge of interferences to determine the 
question of the right of registration to such trade-mark, and of the suffi- 
ciency of objections to registration, in such manner and upon such notice 
to those interested as the Commissioner may by rules prescribe. 

“The Commissioner may refuse to register the mark against the regis- 
tration of which objection is filed, or may refuse to register both of two 
interfering marks, or may register the mark, as a trade-mark, for the 
person first to adopt and use the mark, if otherwise entitled to register the 
same, unless an appeal is taken, as hereinafter provided for, from his 
decision, by a party interested in the proceeding, within such time (not less 
than twenty days) as the Commissioner may prescribe.” 


Section 8 provides for appeals to the Commissioner of Patents. 

Section 9, as amended, provides for appeals from the decisions 
of the Commissioner of Patents to this Court. 

Section 13 reads: 


“Sec. 13. That whenever any person shall deem himself injured by 
the registration of a trade-mark in the Patent Office he may at any time 
apply to the Commissioner of Patents to cancel the registration thereof. 
The Commissioner shall refer such application to the Examiner in charge 
of interferences, who is empowered to hear and determine this question 
and who shall give notice thereof to the registrant. If it appear after a 
hearing before the Examiner that the registrant was not entitled to the 
use of the mark at the date of his application for registration thereof, 
or that the mark is not used by the registrant, or has been abandoned, 
and the Examiner shall so decide, the Commissioner shall cancel the regis- 
tration. Appeal may be taken to the Commissioner in person from the 
decision of the Examiner of Interferences.” 

It will be observed that section 6 provides that, if it appears 
that an applicant is entitled to have his trade-mark registered, the 
Commissioner shall cause the mark to be published at least once in 
the Official Gazette of the Patent Office. Obviously, it was con- 
templated by the Congress that those who received notice of the 
proposed registration of a mark and who believed that they would 
be damaged, would oppose its registration in accordance with pro- 


visions of section 6. 

By enacting section 13, it clearly appears that the Congress 
was fully aware of the fact that a person who might be injured by 
the registration of a mark, might not have his attention called to 





186 TWENTY TRADE-MARK REPORTER 


the publication provided for in section 6. See Planten v. Gedney, 
224 Fed. 882 [5 T.-M. Rep. 382]. 

Of course, an interested person may waive his statutory right 
to oppose a registration and, in case the mark is registered, file an 
application for cancellation of the registration. Furthermore, it 
is possible that an issue might be raised in a cancellation proceed- 
ing that could not have been presented in an opposition proceed- 
ing; for example, a registrant might abandon his registered mark. 
Section 18 seems to cover such a situation. But surely, it was 
never contemplated by the Congress that one who thought he would 
be damaged by the registration of a mark might litigate his claims 
or demands in an opposition proceeding and then, if defeated, retry 
those claims or demands in a cancellation proceeding. Nor do we 
think it was intended that an opposer might present some of his 
claims against the registration of a mark in an opposition proceed- 
ing, and if defeated as to those claims, present others in an appli- 
cation for cancellation. 

Every issue raised in the case at bar might have been pre- 
sented in the opposition proceeding, No. 6440. Some of them 
were. 

Appellant did not appeal from the decision of the Commis- 
sioner in the opposition proceding and it become final. Therefore, 
it cannot be and, in fact, is not, contended that this court has juris- 
diction in this appeal to review and revise the Commissioner’s de- 
cision in that proceeding. 

We are of opinion that the decision in the opposition proceed- 
ing is final and conclusive of the involved issues, and that appel- 
lant is barred by the doctrine of res adjudicata from presenting 
any of those issues in this case. Holding these views, it is unneces- 
sary to discuss other matters presented by counsel for appellant. 

The decision is affirmed. 
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Warner-Patrerson Co. v. CHartes Y. Matcoms 
United States Court of Customs and Patent Appeals 
April 10, 1930 


Trape-Mark INTERFERENCE—“Liquip Souper”’—Errect or DiscLaimer— 
EstoprPe.. 


Where appellee’s predecessor, on filing application to register a 
composite mark for a radiator sealing compound, disclaimed right to 
the exclusive use of the words “Liquid Solder,” appellee was thereby 
estopped from registering these words as a trade-mark for similar 


goods. 
Appeal from a decision of the Commissioner of Patents in an 


interference proceeding. Reversed. For Commissioner’s decision, 
see 18 T.-M. Rep. 496. 


George E. Tew, of Washington, D. C., and Lincoln B. Smith, 
of Chicago, IIl., for appellant. 


Ely & Barrow (A. L. Ely, of counsel), all of Akron, Ohio, for 
appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents in a trade-mark interference proceeding in 
which the question is priority of adoption and use of the words 
“Liquid Solder” as a trade-mark for a radiator sealing compound, 
appellant having registered such mark in May, 1925, upon an 
application filed in December, 1923, and appellee having on Janu- 
ary 4, 1926, filed an application for registration of the words “Cy’s 
Liquid Solder.” 

The decision of the Commissioner affirmed the decision of the 
Examiner of Interferences awarding priority of adoption and use 
of said mark to appellee, and holding that he is entitled to the 
registration for which he has made application. 


The facts constituting the issue herein are succinctly stated by 
the Commissioner in his decision as follows: 


“The record shows that Malcomb’s predecessor, namely, Malcomb & 
Malcomb, applied for registration of a mark consisting of the representa- 
tion of the front end of an automobile radiator, having on the face thereof 
a triangle crossed by a rectangular bar and having thereon the words 
‘Cy’s Liquid Solder.’ Registration was refused on the ground that the 
words ‘Liquid Solder’ are descriptive of the goods on which this mark is 
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used. No attempt was made to have the Examiner withdraw that hold- 
ing, but the specification was amended by including therein the sentence: 
‘No claim is made to the words “Liquid Solder” apart from the mark 
shown. This registration of Malcomb & Malcomb was not cited in the 
later application of the Warner-Patterson Company. The Examiner made a 
similar holding of descriptiveness in that application, but withdrew it in 
view of argument. 

“The testimony clearly shows, and it is not seriously contended that it 
does not, that Malcomb has established continuous use by his predecessor 
and himself of the mark in question from a date prior to any date estab- 
lished by Warner-Patterson Company, though the business was compara- 
tively small. It is contended, however, on behalf of Warner-Patterson 
Company, that Malcomb is estopped to register the mark of his application 
by reason of the disclaimer in the prior application of his predecessor in 


business.” 

The case hinges upon whether appellee is estopped from 
registering the mark of his application by reason of the disclaimer 
made in the prior application of his predecessor in business; or in 
other words, is he by such disclaimer estopped from claiming the 
ownership and exclusive use of the words “Liquid Solder” as a 
trade-mark for a radiator sealing compound, apart from the mark 
shown in his registration No. 143,393? 


We think the Commissioner erred in holding that appellee was 
not so estopped. 


It is true that an anomalous and unfortunate situation has 
been created by the contrary rulings of the examiners in the Patent 
Office upon the subject of whether the words “Liquid Solder” are 
descriptive of the goods upon which the mark was used. If the 
Examiner passing upon appellee’s original application had enter- 
tained the same views upon the subject as did the Examiner who 
passed upon appellant’s application, registration of appellee’s 
application of 1920, including the words “Liquid Solder” as an 
essential feature thereof, would have been allowed. But appellee 
did not appeal from such ruling to the Commissioner, and if de- 
feated there, to the Court of Appeals of the District of Columbia, 
as he might have done. On the contrary he accepted the ruling of 
the Examiner and filed a disclaimer in the following words: “No 
claim is made to the words ‘Liquid Solder’ apart from the mark 
shown.” This was notice to the public, for his registration con- 
taining such disclaimer, thereafter allowed, was constructive notice 
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that he made no claim to the use of the words “Liquid Solder,” 
standing alone, as a trade-mark, and that the public was free to use 
it in any way that would not be deceptively similar to the essential 
features of his mark shown in his registration. Insofar as he 
possessed any right to the words “Liquid Solder,” standing alone, 
he by his disclaimer abandoned it as a condition of the registration 
of what the Examiner was willing to allow as essential features of 
the mark set out in his application. We think this clearly created 
an estoppel which precludes him from now asserting a right of 
registration of the mark “Liquid Solder,” based upon use prior to 
the time of appellant’s registration. 

The propriety of entering disclaimers and their effect was 
considered in the case of Beckwith v. Commissioner of Patents, 
252 U. S. 588 [10 T.-M. Rep. 255, 40 S. Ct. Rep. 414], where 
the court said: 


“While there is no specific provision for disclaimers in the trade-mark 
statute, the practice of using them is commended to our judgment by the 
statement of the Commissioner of Patents that, so far as known, no harm 
came to the public from the practice of distinguishing, without deleting, 
non-registrable matter in the drawing of the mark as registered, when a 
statement, forming a part of the record, was required that the applicant 
was not making claim to an exclusive appropriation of such matter except 
in the precise relation and association in which it appeared in the drawing 
and description. 

“It seems obvious that no one could be deceived as to the scope of 
such a mark, and that the registrant would be precluded by his disclaimer 
from setting up in the future any exclusive right to the disclaimed part of 
it.” * * (Italics ours.) : 


It seems to us that the foregoing is determinative of the ques- 
tion before us. 

If the words “Liquid Solder’’ are not descriptive, which ques- 
tion is not before us, it may seem unjust that appellee should be 
deprived of their exclusive use by a mistake of an examiner in 
passing upon his application, but it must be remembered that he 
could have appealed and have secured a final determination of that 


question so far as the Patent Office is concerned. If he had been 


successful in securing a final determination that the words were 
not descriptive, he would have secured the registration of the words 
“Liquid Solder” as an essential part of his mark. If the final re- 
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viewing body of Patent Office decisions, the Court of Appeals of 
the District of Columbia at that time, or a court of equity having 
jurisdiction, had decided that the words were descriptive, such de- 
cision would have been binding upon the Patent Office and neither 
appellant nor any other person could have secured registration of 
said words. Appellee did not choose to take this course, but ac- 
cepted the decision of the Examiner and filed his disclaimer. 
Therefore, he must now abide by the consequences. 

With regard to the case of Standard Water System Company 
v. Tripure Water Systems Co., 124 M. D. 42 [7 T.-M. Rep. 605], 
cited by the Commissioner in his decision, it is sufficient to say that 
we do not agree with the ruling made in that case, insofar as it 
holds that a disclaimer may not be urged, by subsequent users of 
the mark disclaimed, as an estoppel. 

There is no question here involved of appellant’s good faith. 
It appears that it selected the word “Liquid Solder” without any 
actual knowledge of any claim of use of the words by appellee, and 
the only notice which it had of any such use was constructive notice 
of appellee’s registration, in which exclusive use was disclaimed, 
apart from the mark shown. 

The testimony shows that appellant has expended large sums 
of money in advertsing its goods under the mark “Liquid Solder,” 
which presumably would not have occurred had appellee not ac- 
cepted the decision of the Examiner and filed the disclaimer, but 
had exercised his right of appeal to secure a final determination of 
the question of the registrability of the words in question. 

It should be understood that we do not decide that appellee is 
not entitled to use the words “Liquid Solder” upon his goods, but 
only that he is estopped from claiming, by priority, their exclusive 
use, and that for that reason his application should be rejected. 

The decision of the Commissioner of Patents is reversed. 
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PaNnHARD O1L CorporaATION, SUBSTITUTED ASsIGNEE oF GrorGE A. 
Haws v. Societe ANONYME DEs ANCIENS ETABLISSEMENTS 
Pannarp & LEevassor 


United States Court of Customs and Patent Appeals 


April 10, 1930 


Trapve-Mark—“Panuarp’—Res Apsupicata—Estopre.. 

In a proceeding to cancel registration of a trade-mark, an earlier 
decision by the Commissioner of Patents, in an opposition filed by the 
petitioner here against an application of the registrant to register the 
same mark, “Panhard” as a trade-mark for lubricating oils and 
greases, is res adjudicata. The opposition having been sustained, the 
right to have the registration cancelled in this proceeding necessarily 
follows. 

Appeal from a decision of the Commissioner of Patents grant- 
ing petition to cancel a trade-mark. Affirmed. For the Commis- 


sioner’s decision, see 18 T.-M. Rep. 317. 


Julian S. Wooster (Thomas A. Hill, of counsel), both of New 
York City, for appellant. 

Mock & Blum (Charles R. Allen, Asher Blum and Hugo Mock, 
of counsel), all of New York City, for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming the decision of the Examiner of In- 
terferences granting the petition of appellee for the cancellation of 
appellant’s registration No. 90,329, consisting of the word “Pan- 
hard.” 

It appears that the appellant, Panhard Oil Corporation, is a 
corporation formed under the laws of the State of Delaware; that 
its immediate predecessor was the Panhard Oil Corporation, a 
corporation formed under the laws of the State of New York. 
Inasmuch as the appellant corporation is the successor of the New 
York corporation and can have no greater rights in the matters 
here involved than said New York corporation possessed, for the 
purpose of brevity we shall in our discussion treat both corporations 
as identical, and the word “appellant” will be understood to in- 
clude the New York corporation. For the same purpose, the words 
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“appellant’s assignor” will be understood to refer to the original 
registrant, the firm of George A. Haws. 

The decision affirmed by the Commissioner was on appellee’s 
motion for judgment upon the record. Said motion is not con- 
tained in the record certified to us, but the grounds thereof are 
stated in the decision of the Commissioner as follows: 


“1, That the registration No. 90,329, dated February 18, 1913, and 
issued to George A. Haws was for the name ‘Panhard’ in plain block type, 
for lubricating oils and greases. 

“2, That heretofore and on November 15, 1922, the registrant at- 
tempted to register ‘Panhard’ in plain block type for lubricating oils and 


greases, reference being made to page 35 of the Official Gazette of April 
3, 1923. 


“3. That heretofore and in Opposition No. 4617, in which the parties 
were the same as in this cancellation proceeding, judgment was entered 
upon testimony taken by the petitioner, that the registrant Panhard Oil 
Corporation was not entitled to register the said trade-mark ‘Panhard’ 
for lubricating oils and greases and that this is conceded by Paragraph 5 
of the answer. 


“4, That the issues herein are res adjudicata and that the registrant 
is not entitled to again contest the issues raised in said opposition pro- 
ceeding.” 

The motion was granted upon the ground that appellant’s 
answer to the petition for cancellation was insufficient. 

Appellee’s petition for cancellation alleges that it is located 
in France, is a manufacturer of automobiles, automobile parts, 
automobile accessories and power boats, and is a dealer in lubricat- 
ing oils and greases; and, including its predecessors in title, has 
been engaged in such business for more than thirty years; that the 
trade-mark “Panhard” was originated by its predecessors; that it 
is its exclusive property for the articles above stated, and has been 
used in commerce with the United States since prior to the year 
1900; that the exclusive title to said trade-mark “Panhard” for 
lubricating oils and greases in France, in the United States, and 
in other countries of the world, lies in it. 

Appellee also alleges that it deems itself damaged by the 
trade-mark No. 90,329, registered February 18, 19138, by George 
A. Haws, a firm of the State of New York, and that said registra- 
tion for lubricating oils and greases has caused confusion in the 
trade. It is further alleged as follows: 
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“3. That the registrant, George A. Haws, has no title to the mark 
nor has any successor to such registrant any title to the mark ‘Panhard’ 
for lubricating oils and greases. 


“5. That in a proceeding in the U. S. Patent Office wherein the 
Panhard Oil Corporation was the applicant and your petitioner was the 
opposer, wherein the mark consisted of the word ‘Panhard’ for lubricating 
oils and greases, the opposition was sustained and it was held that the 
Panhard Oil Corporation had no title to such registration, said opposition 
being numbered 4617.” 

For the reasons stated, it prays for the cancellation of said 
registration. 

The answer of appellant alleges that, by virtue of assignment 
to it, it is the owner of the trade-mark No. 90,329, registered by 
George A. Haws, and that it now has full right, title and interest 
in and to the said mark “Panhard,” and is and has been using the 
same for lubricating oils and greases. It denies that the exclusive 
or any title to said trade-mark “Panhard” for lubricating oils and 
greases in France, the United States, or in any countries of the 
world, lies in the petitioner, and denies that the petitioner ever 
had or now has any right whatever in said trade-mark for lubricat- 


ing oils and greases. It denies that said registration of “Panhard” 
for lubricating oils and greases, No. 90,329, has caused any con- 
fusion in the trade or is damaging or otherwise injuring the peti- 
tioner. 


Answering the allegation in the petition with regard to a 
previous proceeding in the Patent Office, Opposition 4617, the 
answer states as follows: 


“5. Answering, registrant admits the allegations contained in para- 
graph 5 of the application for cancellation to the effect that a proceeding 
was had in the United States Patent Office wherein the Panhard Oil Cor- 
poration was the applicant for the registration of the trade-mark ‘Panhard’ 
and the petitioner was the opposer, and admits that the said opposition 
was sustained, but avers that the decision of the Patent Office in said 
matter was not on the merits, but was rendered upon the default of the 
answering registrant herein to present testimony in said proceeding as to 
its rights, and further avers that the said proceeding in the Patent Office 
did not relate to Trade-Mark Registration No. 90,329, the registration 
which is the subject-matter of the present proceeding, but to another 
matter altogether, namely, a separate application for the registration of 
the trade-mark ‘Panhard’ by the present answering registrant, which ap- 
plication for registration was made under a mistake of fact, the answer- 
ing registrant having overlooked the fact that the trade-mark ‘Panhard’ 
had already been registered to it as assignee, and further avers that the 
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reason why the answering registrant did not present testimony as to its 
rights in said proceeding referred to in paragraph 5 of the application for 
cancellation herein was because of answering registrants’s desire to avoid 
multiplicity of litigation, believing that it need not contest said proceed- 
ing above referred to, in view of the fact that answering registrant was 
already fully protected under its registration No. 90,329 of the same 
trade-mark, and answering registrant avers that the decision of the Patent 
Office on said proceeding has no pertinency in this proceeding and is not 
res adjudicata on the question of the answering registrant’s rights under 
Trade-Mark Registration No. 90,329.” 

In the decision of the Examiner of Interferences, the following 
appears: 


“At the hearing counsel for the respondent agreed with the Examiner 
that if the cause of action in this proceeding and Opposition No. 4617 are 
the same, then the defenses set up in the answer are insufficient.” 

Appellant did not deny before the Commissioner, nor before 
this court, that this is a correct statement. This amounted, in 
effect, to a waiver and abandonment of all the defenses set up in 
the answer, if the causes of action in this proceeding and Opposi- 
tion No. 4617 are the same. 

The first question before us, therefore, is the determination of 
whether the cause of action in the two proceedings is the same. 

The record before us shows that on November 25, 1922, the 
appellant filed an application with the Commissioner of Patents 
for the registration of the trade-mark “Panhard,” used by it for 
lubricating oils and greases. In the statement accompanying it 
and as a part of the application, it is recited that the applicant is 
the owner by assignments of Trade-Mark No. 90,329, issued 
February 18, 1913. 

The declaration accompanying the application states that said 
trade-mark is used in commerce among the several states. 

The Examiner of Interferences required the applicant to file 
an abstract of title showing the assignments by virtue of which it 
became the owner of said trade-mark No. 90,329. This abstract 
of title was filed by the applicant. 

On May 38, 1923, the appellee herein filed notice of opposition 
to said application, alleging in substance as follows: 


“1, That it is a corporation of France and has for many years prior 
to 1900 been engaged in the manufacture and sale of automobiles, automo- 
bile trucks, automobile parts, boats and lubricating oils and greases. 
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“2. That in its business it has exclusively used the names Panhard 
and Panhard & Levassor to designate its automobiles, its automobile parts 
and lubricating oils and greases in commerce with the various states of 
the United States since prior to 1900. 

“3. That the Panhard Oil Corporation, the applicant, is not connected 
with the opposer and has no authority to use the name Panhard, and that 
no person by the name of Panhard is connected with the applicant. 

“4, That the products of the applicant are known throughout the 
world, including the various states of the United States, under the name 
of Panhard, and great confusion will result and has resulted by the use of 
the name Panhard by the applicant in connection with its lubricating oils 
and greases, as such name is naturally associated with the opposer, and 
applicant’s products on account of the use of such name are confused with 
the products of the opposer. 

“5. That the word ‘Panhard’ is the principal feature of the name of 
the opposer, Panhard & Levassor, and on this account the registration of 
this name should be denied. 

“6. Labels showing the manner in which the name Panhard & Levassor 
has been used by opposer for oils and greases are herewith filed. 

“7, That the proposed registration would cause great loss and dam- 
age to opposer and therefore prays that the action be dismissed.” 




























The answer first sets up the ownership by applicant of the 
trade-mark No. 90,329, issued February 18, 1913, by various 
assignments which are specifically set out; that the application for 
said trade-mark, No. 90,329, was filed on July 8, 1911, and no 
opposition thereto was made by opposer, the appellee herein. 

It denies present use in the United States by opposer of the 
name “Panhard” or “Panhard & Levassor” on lubricating oils and 
greases, and states that if opposer has used said words on lubri- 
cating oils and greases in commerce among the various states of 
the United States, it abandoned the use of the same. 

It further alleges that Florence A. Haws and Michael J. 
Martin, doing business under the name of George A. Haws, its 
predecessor and assignor, in the year 1904 adopted and used the 
name “Panhard” for lubricating oils and greases, and introduced 
the same upon the market as “Panhard Oils” and obtained said 
registration No. 90,329, and that “applicant is the successor in 
business to said Florence A. Haws and Michael J. Martin, and to 
the use of the word ‘Panhard’ for lubricating oils and greases.”’ 

The answer then sets up that in 1907 its assignor, the firm | 
of George A. Haws, brought an action in the Supreme Court of 
the State of New York against a licensee of the opposer for in- 
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fringement of the trade-mark “Panhard,” as applied to lubricating 
oils and greases, in which action said court found that the plaintiffs 
were the first to introduce oils to the trade and to consumers under 
the name “Panhard,” and down to the time of defendant’s infringe- 
ment the plaintiffs had the exclusive use of the said name as ap- 
plied to oils; that the defendant had never used the name “Pan- 
hard” as applied to lubricating oils and greases prior to the use of 
the name “Panhard” by plaintiff as a trade-mark and trade-name 
to indicate the oils manufactured and sold by them; that judgment 
was thereupon rendered enjoining defendant from making, produc- 
ing, using, selling or in any way disposing of oils under the name of 
“Panhard.” 
The answer also contains the following allegations: 


“Applicant further states that its predecessors, George A. Haws, 
were the first to use the trade-mark ‘Panhard’ on lubricating oils and 
greases in the United States of America and in the foreign countries above 
named, and that since its organization and as successor to the firm of 
George A. Haws, the owner of the trade-mark ‘Panhard,’ No. 90,329, by 
assignments, recorded in the United States Patent Office aforesaid, it has 
continuously used the name or trade-mark ‘Panhard’ in its business and is 
now using the same and would be irreparably injured if the office should 
refuse to register the mark to the applicant, and thereby re-register the 
previously registered trade-mark No. 90,329, to which applicant is the suc- 
cessor and owner, and no benefit can accrue to the opposer by the grant 
of the opposition and refusal on the part of the Office to register the trade- 
mark to the applicant.” 


The answer contains other allegations not relevant to the de- 
termination of the question before us. 

Appellant took no testimony, nor did it file a brief or make 
oral argument at the final hearing. 

The decision of the Examiner of Interferences found in favor 
of opposer upon the ground that use by it of the trade-mark 
“Panhard” was clearly prior to the earliest date to which the 
applicant was entitled. His decision is quite lengthy and con- 


cludes with the following paragraph: 


“Therefore the notice of opposition is sustained and it is adjudged 
that the Panhard Oil Corporation is not entitled to the registration for 
which it has made application.” 


No appeal was taken from said decision. 
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Before proceeding to a discussion of the question of whether 
the opposition to the application for registration in 1922 was upon 
the same cause of action that it set up in the petition for cancella- 
tion before us, we note the contention of appellant that the Com- 
missioner of Patents was without jurisdiction to entertain the ap- 
plication of 1922, by reason of the prior registration, No. 90,329, 
in 1913, of the same mark claimed to be owned by appellant at the 
time of such application. 

We would observe that in its application in 1922 appellant 
sets up its ownership of Registration No. 90,329, and in its answer 
to the notice of opposition expressly treats its application as one to 
re-register the previously registered trade-mark, No. 90,329. In Ex 
parte General Motors Corporation, 347 O. G. 1047, 1926 C. D. 64, 
it was held that the transferee of a registered trade-mark may re- 
register that mark in his own name. We agree with that holding 
and the reasons given therefor in the decision. 

This brings us to the question of whether the cause of action 
in the opposition which we have described (No. 4617) is the same 
as that upon which the petition for cancellation of Registration No. 
90,329 is based. 

The question involved in said opposition was the right of 
registration by appellant of the trade-mark “Panhard,” used upon 
lubricating oils and greases. That right depended upon the owner- 
ship of said mark, and ownership was based upon mesne assign- 
ments of the mark from the firm of George A. Haws, which secured 
Registration No. 90,829 in 1913. 

The cause of action set up in the notice of opposition to the 
1922 applicant was prior ownership of the trade-mark “Panhard’”’ 
by appellee, and use by it in commerce among the states of the 
United States, and that appellant had no right or title to the same, 
used upon lubricating oils and greases. 

The Examiner of Interferences, referring to use of the trade- 
mark by appellee, found that “This use is clearly prior to the 
earliest date to which the applicant is entitled.’”” Inasmuch as 
appellant’s claim to registration was based upon its assignment 
from the firm of George A. Haws, which assignment is established 
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in the record, and the earliest use by George A. Haws shown is 
the date of Registration No. 90,829, February 18, 1913, the de- 
cision of the Examiner of Interferences was therefore a finding 
that appellant’s assignor, George A. Haws, was not entitled to the 
use of the trade-mark “Panhard” at the time of said registration. 

In the petition for cancellation in the case at bar, the same 
question is involved, viz., the right of appellant’s assignor to regis- 
tration of the trade-mark “Panhard” upon lubricating oils and 
greases. The cause of action set up in the petition for cancellation 
is prior ownership of the trade-mark “Panhard” by appellee and 
use by it in commerce among the states of the United States, and 
that appellant’s assignor had no right or title to the same, used 
upon lubricating oils and greases. In addition, as has been noted, 
the prior adjudication is set up, already discussed, upon which the 
claim of res adjudicata is based. 

It is clear that the cause of action in the two proceedings is 
the same. 

In Gulf, C. §& S. F. Ry. Co. v. Cities Service Co., 270 Fed. 
Rep. 994, the court said: “A cause of action consists of a fact, 
or state of facts, to which the law, or principle of law, sought to 
be enforced against a person applies.” 

To the same effect is the case of Graff Furnace Co. v. Scranton 
Coal Co., 266 Fed. Rep. 798, where it was held that the “cause of 
action” is the ground on which the action may be sustained, and 
comprises every fact which the plaintiff must prove to obtain judg- 
ment, or which the defendant may traverse; and in Lovell v. 
Latham & Co., 211 Fed. Rep. 374, it was held that “A cause of 
action is a matter for which an action may be brought. It is the 
matter of the complaint or claim, on which a given action is in fact 
grounded, whether or not legally maintainable.” 

Appellant in its brief and upon oral argument argued that 
because in the opposition proceeding negative relief was sought 
and secured, while in the case before us affirmative relief is sought, 
the causes of action are not the same. But the remedy has noth- 
ing to do with the cause of action. In Dennison v. Payne, 293 
Fed. Rep. 333, it was held that the “cause of action” is something 
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distinct from the “remedy,” which is simply the means by which 
the cause of action is satisfied. 

In the case of Pirie v. Tvedt, 115 U. S. 41 (5 S. Ct. Rep. 
1034), the court said: “The cause of action is the subject matter 
of the controversy, and that is, for all the purposes of the suit, 
whatever the plaintiff delares it to be in his pleadings.” 

The subject matter of both of the proceedings here involved 
was the right of the firm of George A. Haws and its assignees 
to registration of the trade-mark “Panhard.” True it is that in 
the case at bar the question is as to the right of appellant’s as- 
signor to register it in 1913, while in the opposition proceeding 
the question was as to the right of appellant, as the assignee of 
the firm of George A. Haws, to register it in 1922. But appellant’s 
claim to registration in 1922 was predicated upon its claim to 
ownership by assignment of registration No. 90,329, and the owner- 
ship and use by appellant’s assignor of said mark prior to 1913. 
Appellant’s answer to the notice of opposition treats its application 
as one to re-register the trade-mark No. 90,329, and it alleges a 
prior adjudication of the ownership of said mark by its assignor in 
an action brought in 1907 against a licensee of appellee. It is 
noted that it is alleged in the answer to the notice of opposition 
that the judgment in that action, which is relied upon as res 
adjudicata of the issues there involved, was rendered in 1909, four 
years before the registration No. 90,329 was secured by appellant’s 
assignor. 

The cause of action in the two proceedings being the same, 
and appellant having in the case at bar agreed with the Examiner 
of Interferences that “if the cause of action in this proceeding and 
Opposition No. 4617 are the same, then the defenses set up in the 
answer are insufficient,’ the decision of the Commissioner must be 
affirmed. We may add, however, that irrespective of said agree- 
ment we should reach the same conclusion. 

Any proof that appellant now seeks to submit could have been 
submitted in the opposition proceeding. 

Appellant complains that it has not had its day in court. It 
had its day in Opposition No. 4617. It filed its answer and issue 
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was joined. The fact that it did not see fit to take any testimony 
or argue the case at the final hearing before the Examiner cannot 
affect the situation. The decision was upon the merits, upon testi- 
mony taken by the opposer. No appeal was taken from such de- 
cision. As we have already observed, the mere fact that the remedy 
sought in the case at bar is affirmative relief, cancellation of Regis- 
tration No. 90,329, while in Opposition No. 4617 the remedy 
sought was denial of re-registration of Registration No. 90,329, 
cannot in any way prevent the application of the doctrine of res 
ad judicata. 

That the doctrine of res adjudicata does apply to proceedings 
in the Patent Office is well settled. Blackford v. Wilder, 28 App. 
D. C. 585, 1907 C. D. 491. 

Upon appellant’s suggesting a diminution of the record of pro- 
ceedings in opposition No. 4617, between the same parties, by writ 
of certiorari from this court as supplemental record was returned 
and is before us. An inspection of this supplemental record 
shows that on November 16, 1928, after the appeal herein was per- 
fected, appellant filed with the Commissioner of Patents a petition, 
together with certain affidavits, to review and reopen the applica- 
tion for registration filed in 1922, and to set aside and vacate the 
decision rendered in the opposition thereto. Thereafter, certain 
other affidavits and exhibits were filed by appellant in the Patent 
Office. On March 11, 1929, the Commissioner of Patents rendered 
a decision holding in abeyance the final disposition of said petition 
until the decision of this court shall be rendered in the case at bar. 
In view of this fact, it is obvious that we cannot consider any of 
the matter set out in said petition or affidavits or exhibits filed in 
connection therewith, and we express no opinion with regard to the 
disposition of said petition. 

We find no error in the decision of the Commissioner of 


Patents and it is afirmed. 
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Hamitton Brown SHoe Company v. Tue Sam B. Wo tr Sons Co. 


United States Court of Customs and Patent Appeals 


April 10, 1930 


Trape-Marxs—“American Griet” anp “AmerIcCAN Lapy”—ConFLictTINne 

Marks. 

That the words “American Lady” are confusingly similar to the 
words “American Girl,” both used on women’s shoes, has been settled 
by previous decrees in litigation between the parties and by agreement 
between them. 

Trave-MarKxs—REGIsTtraTION—AssiGN MENT—EsTopPeL. 

Where appellant secured by contract the right to use the words 
“The American Lady’ as a’ trade-mark for shoes, only when accom- 
panied by its own name and the word “Makers,” held it had no right 
to register a composite mark containing these words but without the 
accompanying features mentioned in the contract. 

Appeal from a decision of the Commissioner of Patents sus- 
taining an opposition to the application of Hamilton Brown Shoe 


Co., for registration of a trade-mark. Affirmed. 


Luke E. Hart, A. J. McCauley and Herbert M. Hart (Elmer 
Stewart, of counsel), all of St. Louis, Mo., for appellant. 

Walter F. Murray and Frank L. Zugelter, both of Cincin- 
nati, O., for appellee. 


Hartrie.p, J.: This is an appeal, in an opposition proceed- 
ing, from the decision of the Commissioner of Patents. 

In its application for registration, filed April 30, 1926, ap- 
pellant stated that it had continuously used the trade-mark, 
“American Lady” on “Ladies and Misses” shoes since November 
7, 1900. 

In its notice of opposition, appellee alleged that it was the 
owner of the trade-mark “The American Girl’; that it and its 
predecessor had continuously used its trade-mark on ladies’ and 
misses’ shoes since long prior to the year 1900; that on August 
21, 1905, a certificate of registration was issued to it—No. 56,100; 
that opposer’s trade-mark has become associated in the public mind 
with opposer and its goods; that one of its predecessors, from which 
opposer derives title, entered into a contract with applicant, a part 
of which reads: “(1) The party of the first part hereby recog- 
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nizes as valid and binding as between the parties hereto, their suc- 
cessors and assigns, and all persons claiming by, through or under 
them, the construction of the decree dated November 15, 1909, 
which permits the party of the second part, Hamilton, Brown Shoe 
Company, its successors and assigns, to use the name ‘American 
Lady, as applied to its shoes for women, provided that the said 
name ‘American Lady’ is accompanied on the shoes themselves, 
with the name ‘Hamilton, Brown Shoe Company,’ and the word 
““Makers’; and the party of the first part agrees for itself, its suc- 
cessors and assigns, that it will not use, or authorize anyone other 
than the party of the second part to use the name ‘American Lady’ 
as applied to shoes’; that the marks “American Lady” and “The 
American Girl” were confusingly similar, and that the registration 
of applicant’s alleged trade-mark would “create confusion to the 
damage of the opposer and will create confusion among the public 
as to the source or origin of goods bearing either of said marks, un- 
less the applicant confines its use to that prescribed in the referred 
to contract, or, in other words, unless the applicant company 
clearly indicates with the words ‘American Lady’ that the products 
bearing such mark are made by Hamilton, Brown Shoe Company.” 

On December 28, 1926, appellant filed a motion to dismiss 
the opposition. It was alleged in the motion, among other things, 
that under the contract set out in the notice of opposition appellee 
was estopped from opposing the registration by appellant of its 
alleged trade-mark; that it did not appear from the notice of 
opposition that opposer would be damaged by the registration of 
applicant’s trade-mark; and that, by virtue of the contract referred 
to in the notice of opposition, the registration of the mark “Ameri- 
can Lady” would not interfere with the rights of the opposer. 

The Examiner of Interferences sustained the motion to dis- 
miss the opposition, on the theory that the opposer was estopped 
by the terms of its contract to deny that the applicant was entitled 
to the “exclusive use on shoes of the notation ‘American Lady,’ ” 
and, therefore, held that the applicant was entitled to have the 
mark registered. 
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On appeal to the Commissioner of Patents, the decision of the 
Examiner of Interferences was reversed. In his decision, the Com- 
missioner called attention to the fact that the involved parties had 
extensive litigation prior to the date of the contract alleged in the 
opposition; that, in the case of Hamilton, Brown Shoe Company v. 
The Wolf Brothers & Co., 240 U. S. 251 [6 T.-M. Rep. 169, 36 
S. Ct. Rep. 269], the Supreme Court held that the involved trade- 
marks, applied as they were to shoes, were confusingly and decep- 
tively similar; and that, as opposer was the owner of the trade- 
mark “The American Girl,” applicant had no right to use the words 
“American Lady” as a trade-mark on its products. The Commis- 
sioner further pointed out in his decision that the involved contract 
granted to applicant the right to the use of the words “American 
Lady” as a trade-mark for shoes for women, provided those words 
were “accompanied on the shoes themselves, with the name ‘Hamil- 
ton, Brown Shoe Company, and the word “Makers,” so that the 
public might not be confused as to the origin of the shoes of the 
respective parties. 

In concluding his decision, the assistant Commissioner said: 


“* * * it being apparent the two marks are deceptively similar, the 
application for registration of the mark “American Lady” should be 
denied. In re 8S. G. Herbst Importing Company, 134 O. G. 1565, 40 App. 
we In re Herbst, 141 O. G. 286, 32 App. D. C. 565 [6 T.-M. Rep. 

Counsel for appellant contends that, as appellee entered into 
the contract set out in the notice of opposition, it is estopped to 
deny appellant’s right to registration; that, as appellant transacts 
business in foreign countries, it is necessary that it register its 
trade-mark under the Trade-Mark Act of 1905, before it will be 
permitted to register the mark in foreign countries; and that, as 
the law prohibits the registration of the words “Hamilton, Brown 
Shoe Company” and the word “Makers” required by the terms of 
the contract to accompany the words “American Lady,” it is en- 
titled to register its trade-mark without any accompanying or 
qualifying language. 

The following cases were cited by counsel for appellant which, 
it is argued, support his contention: Waukesha Hygeia Mineral 
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Springs Co. v. Hygeia Sparkling Distilled Water Co., 63 Fed. 
438; President Suspender Co. v. MacWilliam, 288 Fed. 159 [7 
T.-M. Rep. 108]; MacWilliam v. President Suspender Co., 242 
O. G. 255, 46 App. D. C. 45 [7 T.-M. Rep. 553]; Arkell Safety 
Bag Co. v. Safepack Mills, 289 Fed. 616, 58 App. D. C. 218 [13 
T.-M. Rep. 225]. 

Most of the cases cited by counsel are not in point. Some of 
them hold, as was said in the head-notes in MacWilliam v. Presi- 
dent Suspender Company, supra: 


“The transfer of a business with its good-will, either by sale or 
license, carries with it a trade-mark used in connection therewith, whether 
expressly mentioned in the instrument of transfer or not. 

“Where the owner of a trade-mark grants the right to another, either 
by sale or license, to use the mark on the goods with which its use is 
connected and abandons its use himself, he cannot afterwards either de- 
prive his assignee of the right to its use or set up an adverse use. By use 
in connection with the business, the assignee acquires the title abandoned 
by the assignor, and the title is of that exclusive character which is entitled 
to protection, even against the assignor.” 


In the case of Waukesha Hygeia Mineral Springs Co. v. 
Hygeia Sparkling Distilled Water Co., supra, relied upon by coun- 
sel for appellants, the court held that: 


“Where two parties have been using similar trade-marks, a contract 
between them whereby one party is to use one form of the trade-mark in 
connection with certain words, and the other is to use another form of it 
in connection with other words, followed by the use of such trade-marks 
for several years in accordance with the terms of the contract, establishes 
the rights of the parties, and is binding upon their assigns and successors 


in business. 


* - * * * 





“Such contract is not recordable in the Patent Office, since it is not a 
transfer of a right to use a trade-mark.” 

The decision in that case is directly opposed to the contentions 
of counsel for appellant, and, when applied to the contract between 
the parties to this appeal, holds squarely that appellant is not en- 
titled to the use of the words ‘““American Lady” as a trade-mark for 
its products, unless accompanied by appellant’s name and the 
word “Makers.” This is our view of the rights of the parties. 
Obviously, if appellant has no right to the use of the words 
“American Lady” as a trade-mark, unless accompanied by unregis- 
trable language, it is not entitled to registration. Furthermore, 
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the goods of the parties possess the same descriptive properties, 
and, as the mark “American Lady” is confusingly and deceptively 
similar to appellee’s mark—‘“‘The American Girl’”—appellant is not 


entitled to have the words ““American Lady” registered as its trade- 
mark. 


We are in entire accord with the views expressed by the Com- 
missioner of Patents and his decision is affirmed. 


[Nore.—This decision is a continuation of a lengthy controversy over 
the use of the trade-marks here involved. On January 29, 1906, the appli- 
cant filed a Bill of Complaint in the United States District Court, Eastern 
District of Missouri, to enjoin the use of the name “American Lady” as 
an infringement upon its trade-mark “American Girl.” The Circuit Court 
of Appeals, 8th Circuit, granted an injunction and accounting (165 Fed. 
Rep. 413). The accounting proceedings that followed are to be found re- 
ported in previous issues of the Reporter (vol. 2, p. 62; vol. 3, p. 415; vol. 
6, p. 169). The agreement referred to in the foregoing opinion was evi- 
dently signed to make definite the terms of the original injunction, enjoin- 
ing the defendant from using the name “American Lady” as applied to 
its shoes for women when not accompanied with other matter clearly 
indicating that such shoes are of its own manufacture. Eb.] 


Tue B. F. Gooprich Company v. Crive E. Hockmeyer (Zip-ON 
MANUFACTURING CoMPANY SUBSTITUTED) 


United States Court of Customs and Patent Appeals 
April 14, 1980 


Trape-Marxks—“ZirrErR” anv “Zip-On”—ConFLICcTING Marks. 


The word “Zip-On” held to be confusingly similar to “Zipper,” 
both used on wearing apparel. 


Trave-Marxs—Goopns or Same Descriptive Properties. 

Leggings, men’s, women’s and children’s knickerbockers; children’s 
rompers, children’s sleeping and carriage units, children’s hats, chil- 
dren’s coats, children’s suits, children’s overalls, children’s play suits, 
children’s bath robes, children’s blouses, children’s bloomers, held to 
be of the same descriptive properties as rubber boots and rubber over- 


shoes. 

On appeal from a decision of the Commissioner of Patents, 
denying petition for the cancellation of trade-mark. Reversed. 
For the Commissioner’s decision, see 18 T.-M. Rep. 190, 194. 


Eakin § Avery (William D. Eakin, of counsel), all of Akron, 
O., for appellant. 
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James R. Hodder of Boston, Mass., and Theo. K. Bryant, of 
Washington, D. C., for appellee. 


Hartrietp, J.: This is an appeal from the decision of the 
Commissioner of Patents affirming the decision of the Examiner of 
Interferences denying the application of appellant for the cancella- 
tion of trade-mark registration No. 192,312, issued December 2, 
1924, to Clive E. Hockmeyer (thereafter, when the Zip-On Manu- 
facturing Company was organized, assigned to that Company), for 
the trade-mark “Zip-On” for use on “leggings; men’s, women’s, and 
children’s knickerbockers; children’s rompers, children’s sleeping 
and carriage suits, children’s hats, children’s coats, children’s suits, 
children’s overalls, children’s play suits, children’s bath robes, 
children’s blouses, children’s bloomers.” 

It was claimed by appellant in its application for cancellation 
that it had used the word “Zipper” as a trade-mark for “boots 
made of rubber and fabric, and more especially overshoes made of 
rubber and fabric,” since June, 1923; that on April 7, 1925, ap- 
pellant obtained registration No. 197,090, of the word “Zipper” as 
a trade-mark for “boots made of rubber and fabric’; and that 
appellee had not used the mark “Zip-On” prior to March, 1924. 

It appears from the record that, with the exception of hats, 
the articles above enumerated upon which the trade-mark “Zip-On’”’ 
is used by appellee, as well as those upon which the trade-mark 
“Zipper” is used by appellant, are equipped with “hookless 
fasteners.’ The fasteners are obtained by each of the parties 
from the Hookless Fastener Company. Appellant is licensed to 
use them solely on rubber footwear, while appellee has the right 
to use them on the various articles enumerated in its trade-mark 
registration. It further appears from the record that appellant, 
prior to the year 1918, manufactured and sold various articles of 
wearing apparel composed of “all-rubber clothing, as well as 
double-texture cloth, rubberized raincoats, caps, and, in fact, cloth- 
ing for all purposes, both for dress and for work wear’; and that 
“Double-texture refers to two distinct pieces of cloth which are 
bound together with a rubber binder, making them, to all intents 
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and purposes, one piece; and the rubber binder between the two 
fabrics gives the water-proof properties.” 

It further appears that the following articles were formerly 
manufactured and sold by appellant: “Raincoats; rubber leggings ; 
rubber blankets; rubber capes; rubber caps; rubber hats; rubber 
fishing shirts; policeman’s rubber coats; rubber jackets, being short 
coats; firemen’s rubber-coated leggings; firemen’s rubber jackets, 
being short rubber coats; rubber service-cap covers for police caps; 
miner’s white rubber coats; acid-resisting rubber suits, consisting of 
hat and jacket, or blouse; double-coated rubber wash-aprons”; that 
the manufacture of many of these articles was discontinued by ap- 
pellant due to the fact that during the World War the Government 
“required these facilities for the manufacture of gas-masks; and this 
department was disbanded to make room for that work”; and that, 
while appellant manufactures “cloth and rubber in the sheeting form 
similar to that which was formerly used in clothing” which is now 
purchased by manufacturers of various articles, it has not resumed 
the manufacture of those articles of wearing apparel, due to the 
present unfavorable market conditions. It appears, however, that 
appellant still has the necessary equipment for the manufacture of 
such articles, and that, in addition to boots and overshoes, it now 
manufactures the following named articles of wearing apparel: 
“Rubber bathing-caps, rubber bathing belts, woolen lumbermen’s 
socks, short woolen hose or socks, felt boots, knit shoes with felt 
soles, leather shoes with rubber-composition soles.” 

The tribunals of the Patent Office held that the goods of the 
respective parties were not of the same descriptive properties. 
With regard to the similarity of the trade-marks, the Commissioner 
of Patents made the following observations: 


“Both marks involved are formed from the word ‘Zip.’ The record 
shows that long prior to the adoption and use by the petitioner of its 
trade-mark ‘Zipper, the word ‘Zip’ and other words comprising the word 
‘Lip’ had been adopted and used by others as trade-marks for various 
articles of merchandise. The registrant in its motion to dismiss the peti- 
tion for cancellation lists forty-six registrations consisting of the word 
‘Lip, or other words comprising the word ‘Zip. Of these special mention 
may be made of Registration No. 119,139, October 23, 1917, of the trade- 
mark ‘Zip’ for snap fasteners. The goods manufactured and sold by the 
parties to this proceeding and to which their respective marks are appro- 
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priated, however, are not fasteners. The slide fasteners used by them, 
according to this record, are manufactured and sold by the Hookless 
Fastener Company. 


“In view of the prior adoption and use by many others of the word 
‘Zip’ and other words comprising the word ‘Zip,’ as trade-marks on various 
articles of merchandise, the members of the public naturally exercise care 
in discriminating distinctions between such marks, and when exercising 
such care they would not be apt to confuse the mark ‘Zip-On,’ as printed, 
with the mark ‘Zipper,’ even though the two marks were appropriated to 
goods of the same descriptive properties; and in view of such prior adop- 
tion and use of marks consisting of or comprising the word ‘Zip,’ it seems 
evident that the petitioner’s trade-mark rights under his trade-mark 
‘Zipper’ are confined within narrow limits.” 

The record clearly establishes that apellant has expended 
considerable time and money in advertising its trade-mark “Zipper,” 
and that appellee has expended a less amount in advertising its 
trade-mark “Zip-On.” It appears that the word “Zip” and other 
words comprising the word “Zip” have been registered as trade- 
marks for various articles. It does not appear, however, that any 
of these marks have been registered for use on clothing or wear- 
ing apparel. 

It is claimed by appellant that the goods of the respective 
parties possess the same descriptive properties; that the mark 
“Zip-On” is confusingly similar to the mark “Zipper”; that the 
mark “Zipper” has been popularized by appellant; and that the use 
of the word “Zip-On” as a trade-mark on the articles of clothing 
covered by appellee’s registration would cause confusion in the 
trade, dilute the popularity of appellant’s trade-mark, subtract 
from its established good-will, and lessen the distinctiveness of 
appellant’s trade-mark. Many other claims are made by appellant, 
but we think they need not be stated here. 

Counsel for appellee, on the contrary, contends that the goods 
of the respective parties do not possess the same descriptive prop- 
erties, and that neither party is entitled to the exclusive use of 


, 


“the common word or root ‘Zip.’”” We quote from the brief of 


counsel: 


“The use of the word ‘Zip’ is in common English suggestive of speed, 
and right here we will contend that the entire difficulty into which the 
Goodrich Company has involved this registrant and others is because of 
the unfair, improper, and inequitable attempt of the Goodrich Company to 
monopolize this word ‘Zip, despite the fact that it is a common English 
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word, largely descriptive, or at least suggestive, of hookless or slide 
fasteners—a point not involved in this proceeding. Because Goodrich 
made the mistake of utilizing, popularizing and advertising a trade-mark 
which incorporated a common English word does not give such company 
the right to cull from the public domain the word ‘Zip’ and exclude all 
people in other lines of industry and making other goods from a different 
use of ‘Zip.’” 

It was conceded by counsel for appellee, at the time of the 
oral argument in this court, that the word “Zip-On” was similar to 
the word “Zipper,” and that, if the goods of the parties possessed 
the same descriptive properties, appellee would not be entitled to 
have the word “Zip-On” registered as a trade-mark. 

The pertinent part of section 5 of the Trade-Mark Act of 
February 20, 1905, reads as follows: 


“Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of each mark unless 


such mark— 
+. ~*~ * * * 


“Provided, That trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as to 
be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered: * * *” 

Section 18 of that act provides for the cancellation of the 
registration of trade-marks, where it is made to appear that the 
registrant was not entitled to the use of the mark at the date of his 
application for registration. 

Section 16 provides in part “That the registration of a trade- 
mark under the provisions of this act shall be prima facie evidence 
of ownership.” 

The language “merchandise of the same descriptive properties” 
contained in section 5 has given the courts considerable concern. 
It has been held in many cases that the Congress intended to use 


the word “same descriptive properties” “in the natural and ordinary 


sense” and that “two trade-marks may be said to be appropriated 
to merchandise of the same descriptive properties, in the sense 
meant by the statute, when the general and essential characteristics 


of the goods are the same.” D. § C. Co., Inc. v. Everett Fruit 
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Products Co., 20 Fed. (2nd) 279 [17 T.-M. Rep. 301], and cases 
therein cited. The difficulty with this interpretation is that it is 
as broad, comprehensive, and indefinite as the words interpreted; 
and, in order that it may be given application, it is necessary to 
again resort to interpretation. The net result has been a construc- 
tion of the statute so broad and indefinite as to be of little help 
either to the courts or to litigants, or a construction so narrow and 
limited as to thwart the evident purpose of the Congress. Recog- 
nizing this situation, the courts and the Patent Office tribunals have 
found it necessary, in a large number of cases, to arbitrarily and 
summarily hold that the goods of the contending parties did or did 
not, as the case might be, possess the same descriptive properties. 
Sometimes, where the goods of the parties were not identical, the 
courts have been compelled to resort to similarity of use, construc- 
tion, and other tests of similarity in an effort to apply the “general 
and essential characteristics” rule. Obviously, although it was not 
so stated, confusion, either with respect to the goods or their 
origin, was the dominant and controlling influence in those de- 
cisions. For, whether the similarity tests be considered severally 
or jointly, the question of confusion is necessarily present, and, in 
the final analysis, is the controlling factor. So, in the case of 
California Packing Corporation v. Price-Booker Mfg. Co., 52 App. 
D. C. 259, 285 Fed. 998 [13 T.-M. Rep. 62], the court of Appeals 
of the District of Columbia said: 


“The paragraph implies that, if the mark would not distinguish the 
goods of its owner from other goods of the same class, it should be denied 
registration. No interpretation of the phrase ‘the same descriptive prop- 
erties,’ which occurs in the same section, applicable to all cases alike, has 
ever been given, so far as we know. The courts have been content with 
deciding in each case as it arose either that the goods did nor did not 
possess those qualities, without going further. We think the dominant 
purpose of the part of the section here involved is the prevention of con- 
fusion and deception. If the use of the later mark would be likely to 
produce either, the mark should be rejected. Whenever it appears that 
confusion might result, it is because the goods have the same descriptive 
properties. We reason from the effect to cause. For instance, no one 
would be deceived into believing that a can of tobacco and a can of peas 
were put out by the same concern, simply because they bore similar trade- 
marks. 

“Turning now to the goods of the parties to this litigation, we find 
that they are sold in the same stores, are put out in small containers, are 
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used in connection with each other, and are associated in the public mind. 
We think that a person seeing the mark in question on a container of 
pickles would be likely to assume that they were produced by the same 
concern as that which produced the canned fruits or vegetables bearing a 
similar mark. At least we are not clearly convinced that he would not be, 
and therefore we hold against the newcomer.” (Italics ours.) 


In the case of The I. E. Palmer Company v. Nashua Manu- 
facturing Company, 17 C. C. P. A. —, [19 T.-M. Rep. 469], 
— Fed. (2nd) —, we referred to the rule announced in the Calif- 
fornia Packing Corporation case and said: 


“While we do not mean to be understood as saying that the rule thus 
announced is sufficiently full and comprehensive to cover every possible 
situation, we are, nevertheless, of the opinion that it was the intention of 
the Congress to prevent, if possible, confusion, mistake, and deceit in the 
use of trade-marks. Obviously merchandise of contending parties may be 
dissimilar, and yet the trade-marks thereon may so nearly resemble each 
other as to cause, when the merchandise is sold to the general public, con- 
fusion and mistake, and to make deceit an easy matter of accomplishment.” 


In the case of In re S. C. Herbst Importing Company, 30 
App. D. C. 297, the Court of Appeals of the District of Columbia 


said: 


“The purpose of the act was to prevent, and not to promote, con- 
fusion; to protect, and not to deceive, the public. The language used 
empowers the Commissioner to exercise his discretion as to whether a 
proposed mark should be registered. If in his opinion its registration will 
‘be likely to cause confusion or mistake in the mind of the public’ or to 
‘deceive purchasers,’ he is bound to reject it.” (Italics ours.) 


Other decisions might be cited in support of the rule announced 
in the California Packing Corporation v. Price-Booker Mfg. Co., 
In re S. C. Herbst Importing Company, and The I. E. Palmer 
Company v. Nashua Manufacturing Company cases, supra. 

In the case of American Steel Foundries v. Robertson Com- 
missioner, et al., 269 U. S. 372 [16 T.-M. Rep. 51, 46 S. Ct. Rep. 
160], the Supreme Court, speaking with reference to the language 
contained in the second proviso of section 5, supra, said: 


“The general doctrine is that equity not only will enjoin the appro- 
priation and use of a trade-mark or trade-name where it is completely 
identical with the name of the corporation, but will enjoin such appropria- 
tion and use where the resemblance is so close as to be likely to produce 
confusion as to such identity, to the injury of the corporation to which the 
name belongs. Cape May Yacht Club v. Cape May Yacht & Country Club, 
81 N. J. Eq. 454, 458 (86 A. Rep. 972); Armington & Sims v. Palmer, 21 
R. I. 109, 115 (42 A. Rep. 108). Judicial interference will depend upon 
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the facts proved and found in each case. Hendriks v. Montagu, L. R. 17 
Ch. Div. 638, 648; Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 469-471. 

“These principles, it must be asswmed, were in mind when Congress 
came to enact the registration statute. And, since that body has been 
given no power to legislate upon the substantive law of trade-marks, it 
reasonably may be assumed, also, that, to the extent the contrary does not 
appear from the statute, the intention was to allow the registration of such 
marks as that law, and the general law of unfair competition of which it is 
a part, recognized as legitimate. The House Committee on Patents, in re- 
porting the bill of which upon enactment became the registration statute in 
question, said: ‘Section 5 of the proposed bill we believe will permit the 
registration of all marks which could, under the common law as expounded 
by the courts, be the subject of a trade-mark and become the exclusive 
property of the party using the same as his trade-mark.’ Report No. 
3147, December 19, 1904, H. of R., 58th Cong., 3 Sess. 

“The provision, therefore, that no mark consisting merely in the name 
of a corporation shall be registered, is to be construed in harmony with 
those established principles in respect to the appropriation of corporate 
names to which we have referred. Where the appropriation of the cor- 
porate name is complete, the rule of the statute, by its own terms, is 
absolute and the proposed mark must be denied registration without more. 
But where less than the whole name hasbeen appropriated, the right of 
registration will turn upon whether it appears that such partial appro- 
priation is of such character and extent that, under the facts of the 
particular case, it is calculated to deceive or confuse the public to the 
injury of the corporation to which the name belongs. 

“The fact, for example, that the articles upon which the mark is used 
are not of the same description as those put out by the corporation, is 
entitled to weight, since the probability of such confusion and injury in 
that situation obviously is more remote than where the articles are of like 
kind. The cases, naturally, present varying degrees of difficulty for the 
application of the rule. Primarily, the power and the duty rests with the 
Commissioner of Patents to determine the question in each case in the 
exercise of an instructed judgment upon a consideration of all the perti- 
nent facts.” (Italics ours.) 


If, as the court said in the above case, citing United Drug Co. 
v. Rectanus Co., 248 U. S. 90, 97 [9 T.-M. Rep. 1, 30 S. Ct. Rep. 
48]; Hanover Milling Co. v. Metcalf, 240 U. S. 408, 418-414 [6 
T.-M. Rep. 149, 36 S. Ct. Rep. 857], “ “The law of trade-marks is 
but a part of the broader law of unfair competition’ (idem), the 
general purpose of which is to prevent one person from passing 
off his goods or his business as the goods or business of another,” 
and, if the general principles of equity applicable to the law of 
trade-marks “were in mind when Congress came to enact the regis- 
tration statute” it would seem to be obvious that the provisions of 
section 5, under consideration here, should not be given a literal 
construction, but, except where a contrary intention clearly appears 
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from the statute, should be construed in harmony with the general 
principles of equity applicable to the law of trade-marks. 

Accordingly, the language in the first proviso of section 5 
should be construed in connection with the language contained in 
the first part of section 5, “That no mark by which the goods 
of the owner of the mark may be distinguished from other goods of 
the same class shall be refused registration as a trade-mark on 
account of the nature of such mark unless such mark—.” (Italics 
ours. ) 

It would seem to be evident then, that the language “same 
descriptive properties” contained in the first proviso was intended 
by the Congress to relate to goods of the same general class; that 
such language was not intended to be more or less comprehensive 
than the term “class” used in the first part of the section; that the 
language of the first proviso was intended to state the converse of 
the manadates of the first part of the section, namely, that a mark 
by which the goods of the owner of the mark may not be distin- 
guished from other goods of the same class shall not be registered; 
and, that, keeping in mind the principles of equity as applied to 
the law of trade-marks, the words “same class’’ and “same descrip- 
tive properties” were intended to be given a limited or an extended 
meaning and application, according to whether or not the use of 
identical or similar trade-marks would be likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers. And, 
of course, in this connection, the use, appearance, and structure of 
the articles, the similarity or the lack cf similarity of the packages 
or containers in which, the place or places where, and the people to 
whom, they were sold should be considered. 

While it is true that the statute was not intended to be as 
comprehensive as the principles of equity applicable to the law of 
trade-marks, it certainly was not the purpose of the Congress to 
enact a statute opposed to those principles. To so hold would 
be but to deny that the statute was enacted in the light of common 
sense. Such a construction would require the registration of trade- 
marks which would not be recognized as legitimate by the courts 
under the substantive law of trade-marks. 
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The trade-mark “Zipper” was used by appellant long prior 
to the adoption and use by appellee of the mark “Zip-On.” It 
was undoubtedly adopted because of the peculiar characteristics of 
the hookless fasteners used on and made a distinctive feature of 
appellant’s goods. The word “Zip” is not only suggestive of 
speed but of sound. “Zipper” means to fasten with a “Zip,” while 
“Zip-On” means to put on with a “Zip.”” Accordingly, the words 
not only mean substantially the same thing, but the marks are of 
such close resemblance as to make it perfectly clear that if used 
upon goods of the same descriptive properties, confusion, mistake, 
and deceit would result. 

It appears from the record that appellant has in the past 
manufactured various articles of wearing apparel, many of which 
were similar, not only in name but in use, to many of the articles 
manufactured by appellee. It would seem to be clear that ap- 
pellant ought to have the right to extend the use of its mark, at 
least, to the various articles of wearing apparel formerly manu- 
factured by it, when it resumes the manufacture and sale of such 
articles. This conclusion is in conformity with the general rule 
“that the owner of a trade-mark will not be hampered or embar- 
rassed in the legitimate extension of his business by the registration 
of the mark to another.” Canton Culvert § Silo Company v. Con- 
solidated Car-Heating Company, 44 App. D. C. 491, and cases 
cited. Moreover, we should ever be mindful of the well-estab- 
lished rule that, in a close case, doubt should be resolved ‘against 
the newcomer.” The reason for this rule is that the field from 
which a trade-mark may be selected is as broad and unlimited as 
the vision and imagination of the human mind; and there can be 
no excuse, except in cases where the fields of activity are widely 
separated, for one to adopt and use a trade-mark confusingly 
similar to the established mark of another upon goods of the same 
general class. Aunt Jemima Mills Co. v. Blair Milling Co., 50 
App. D. C. 281, 270 Fed. 1021 [11 T.-M. Rep. 104]. 

It is argued by counsel for appellee that the word “Zip” is a 
common English word and that appellant has no right to the ex- 
clusive use of it as a trade-mark. The answer to this argument is 
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that appellant’s trade-mark is “Zipper,” not “Zip.” Nor is appel- 
lant entitled to the exclusive use of every trade-mark formed by 
the use of the word “Zip.” But surely, if the statute providing for 
the registration of trade-marks is not to be a weapon for the 
perpetration of fraud and deceit, registrants of trade-marks are 
entitled to some measure of protection from those who designedly 
or otherwise closely simulate such marks and, due to confusion in 
the mind of the public, trade on the popularity and good-will of the 
registrant. While there is evidence in the record that appellee did 
not designedly simulate appellant’s trade-mark and had no inten- 
tion of trading on the good-will and popularity of appellant, never- 
theless, its goods are sold in the same territory as those of appel- 
lant, and the likelihood of confusion and mistake in the mind of the 
public and corresponding injury to appellant is not altered by evi- 
dence of appellee’s good faith. 

The articles upon which the respective trade-marks are used 
are of the same general class—wearing apparel. Applying the rule 
hereinbefore stated, we are of opinion that the use by appellee of 
the trade-mark “Zip-On”’ on the articles of wearing apparel enumer- 
ated in its trade-mark registration, in view of the prior use of the 
trade-mark “Zipper” on boots and overshoes by appellant, would 
be likely to cause confusion or mistake in the mind of the public 
and to deceive puchasers. We hold, therefore, that the goods of 
the respective parties are of the same general class; that they 
possess the same descriptive properties; that the marks are con- 
fusingly similar; and that appellee’s registration of the trade-mark 
“Zip-On” should be canceled. 

The decision is reversed. 


Lenroot, J., specially concurring: I concur in the conclu- 
sion reached in this case, but I cannot agree to the following state- 
ment in the opinion of the majority: 


“* * * the words ‘same class’ and ‘same descriptive properties’ were 
intended to be given as limited or an extended meaning and application, 
according to whether or not the use of identical or similar trade-marks 
would be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers.” 
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It seems to me that the language quoted clearly violates the 
express terms of section 5 of the Trade-Mark Act of February 20, 
1905, and in effect would amend said act by striking out of said 
section the word “class,” and the phrase “same descriptive prop- 
erties” where it occurs the second time in the first proviso of said 
section. 

Clearly, if confusion or mistake is to be determinative of 
“class” and “same descriptive properties,’ then these words have 
no meaning or effect whatever, used as above indicated in said 
section. 

I agree with the majority that the words ‘“‘same class” and 
the phrase “same descriptive properties,’ as used in said section, 
are synonymous in their meaning, and for the sake of brevity shall 
use the words “same class” in lieu of the phrase “same descriptive 
properties.” 

Under the language first above quoted, as I construe it, the 
portions of section 5 here under consideration would, in effect, 


read as follows: 

“That no mark by which the goods of the owner of the mark may be 
distinguished from other goods * * * shall be refused registration as a 
trade-mark on account of the nature of such mark unless such mark— 





* a 
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“Provided, That trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another 
* * * as to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers shall not be registered.” 

In other words, under the interpretation given the section in 
the majority opinion, the words “class” in the first part of the 
section and “same descriptive properties’’ where they occur the 
second time in the proviso, are mere surplusage. 

The rule is so familiar that it requires no citation of authori- 
ties in support of it, that effect must be given to every part of a 
statute. 

In the case of American Steel Foundries v. Robertson, 269 
U. S. 872 [16 T.-M. Rep. 51, 46 S. Ct. Rep. 160], the court de- 
clared that “to the extent the contrary does not appear from the 
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statute, the intention was to allow the registration of such marks as 
that law” (substantive law of trade-marks), “and the general law 
of unfair competition of which it is a part, recognized as legiti- 
mate.” (Italics mine.) 

I submit that there is nothing in this language that supports 
the elimination of the words here being considered from section 5. 
On the contrary, it clearly implies that effect must be given to 
every part of the section. 

It seems to me that the statute, both in express language and 
intent, is clear, that in a trade-mark proceeding it is the duty of 
the Patent Office first to ascertain whether the mark proposed to 
be registered distinguishes the goods to which it is applied from 
other goods of the same class. In order to determine this, its first 
inquiry must be as to class. The word “class” has a common 
meaning and has been defined by lexicographers as follows: 

The Century Dictionary defines “class” as: 


“4. A number of objects distinguished by common characters from 
all others, and regarded as a collective unit or group; a collection capable 
of a general definition; a kind.” 


Funk & Wagnalls New Standard Dictionary defines it thus: 

“3. A number of objects, facts, or events having common accidental 
or essential properties; a set; kind; variety; as, a class of propositions, of 
energies, of duties.” 

If the Patent Office finds that the goods are not of the same 
class, it should enquire no further with a view to possible adverse 
action upon the application, so far as that part of the section here 
under consideration is concerned. If, however, it finds that they 
are of the same class, and the marks are not identical, then and not 
until then is it authorized to consider the matter of confusion. 
Under the rule laid down in the majority opinion, it must first 
determine whether confusion exists in order to determine class. 
But why determine class at all under this rule? If confusion re- 
sults by the use of two marks, that is the end of it; they are then 
of the same class; so says, in effect, the majority opinion, as I 
understand it. If the term ‘class’ is to have a limited or extended 


meaning and application, according to whether confusion is likely 
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to be caused by the use of the marks, then the word “class” means 
nothing in the section, for it has no application. According to this 
theory, two articles may clearly belong to the same class, according 
to the ordinary meaning of the word, but they are not of the same 
class if confusion is not likely to be caused by the use of similar 
trade-marks upon them. As I construe the statute, it plainly 
states that confusion shall be the test of rejection of an application 
for registration only if the goods to which marks, not identical, are 
applied, are in the same class, but by the majority opinion, the 
consideration of confusion is always necessary in order to determine 
class. 

I appreciate that the language in the opinion which I have 
been discussing is followed by the statement: 


“And, of course, in this connection, the use, appearance, and structure 
of the articles, the similarity or the lack of similarity of the packages or 
containers in which, the place or places where, and the people to whom, 
they were sold should be considered.” 


I do not, however, understand that this language is intended 
to modify in any way the statement preceding it, that “the words 


‘same class’ and ‘same descriptive properties’ were intended to be 
given a limited or an extended meaning and application, according 
to whether or not the use of identical or similar trade-marks would 
be likely to cause confusion or mistake in the mind of the public or 
to deceive purchasers.” 

If the language following is intended to modify the foregoing, 
it seems to me that it should so state. If so intended, does the 
majority mean that confusion shall not always be the test of 
whether the goods are in the same class or not, but only in certain 
cases? If so, to what cases will the test of confusion be applied, 
and in what cases will class be determined from the ordinary mean- 
ing of the word? 

However, as I understand the opinion, the fair construction of 
the language is that the test of confusion shall always be applied 
in determining whether goods are of the “same class” or possess 
the same “descriptive properties,” and the language referring to 
use, appearance, structure of the articles, etc., is intended to aid in 
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determining whether confusion is likely to be caused, and has no 
bearing or application otherwise. 

The statute we are construing is, it seems to me, clear and 
unambiguous, at least when it is held that the word “class” and the 
phrase “same descriptive properties” are synonymous in their 
meaning; and-that being the case, I cannot concur in a construction 
which in my opinion eliminates thereform a material element 
designed to govern proceedings in the Patent Office. 

Garrett, J., concurs in the specially concurring opinion. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for a large variety of food products, including 


flour, coffee and many canned fruits and vegetables, a red seal hav- 
ing the word “Certified” and the words “Foods of Quality” there- 
on, all the words being disclaimed. 


The ground of the decision is that the mark is confusingly 
similar to a mark previously registered by the opposer, consisting 
of the word “Certified,” as a trade-mark for mayonnaise, catchup 


and chili sauce, and that applicant’s mark is also unregistrable in 
view of registration No. 140,490. 


In his decision, after referring to the applicant’s contention 
that opposer’s registration was illegal and that the mark had been 
previously registered by others, as shown by a large list of regis- 
trations, the Assistant Commissioner said: 


“The sole question presented for consideration and decision is whether 
the applicant is entitled to the registration for which he has made applica- 
tion. The legality of the opposer’s mark may not be considered in this 
proceeding. The presumption is that said mark is legal until it shall have 
been otherwise declared in a proper proceeding and by a tribunal of com- 
petent jurisdiction. 

“The contention of the applicant that, as the opposer’s registration is 
illegal, the opposer can suffer no damage by the registration of the appli- 


cant’s mark, is not supported by the Trade-Mark Act of February 20, 
1905.” 
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and then, after citing certain decisions, he said: 


“As the opposer had used the mark “Certified” on goods of like 
descriptive properties to those of the applicant, the opposer would, it is 
believed, be damaged by the registration of the applicant’s mark, the word 
“Certified” constituting the opposer’s mark and an essential part of the 
applicant’s mark as it is displayed by the applicant (citing decisions.)” 


With reference to the holding that applicant’s mark is not 
registrable over a prior registration, he said: 


“With respect to the contention of the applicant to the effect that the 
Examiner of Interferences acted without authority in holding the applicant’s 
mark to be not registrable in view of registration No. 140,490, it is believed 
that the Examiner had full authority and was justified in such holding 
(Nash Hardware Co., 33 App. D. C. 221).”? 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for scalp lotions, the notation “Ex-Ol,” 
in view of the prior adoption and long-continued use by opposer of 
the term “Rexall” on various toilet preparations and the registra- 
tion of this mark. 

The ground of the decision is that the goods of the parties are 
of the same descriptive properties and the marks are confusingly 


similar. 

In his decision, after noting that it appeared from the stipu- 
lation submitted in lieu of testimony that the opposer had used for 
a long time the name “Rexall” for various goods, including those 
involved in this case, and that such use had been widespread and 
large sums of money spent in advertising them and that, under the 
well-established practice, doubts, under these circumstances, must 
be resolved against the newcomer, the First Assistant Commis- 
sioner said: 

“Viewed side by side, it is probable purchasers would not very fre- 
quently be confused but the customer does not often have the two marks 
before him in this way. As was said in the case of Canterbury Candy 
Makers v. Brecht Candy Co., 320 O. G. 3, 54 App. D. C. 82 [14 T.-M. Rep. 


128, 294 F. R. 1013], ‘placing the marks side by side is not the way to 
determine whether they are deceptively similar’ (citing decisions). 
+ * * * * 


“Applying the doctrine of the foregoing decisions to the case at bar, it 
is thought the two marks here under review are quite similar in sound 
and spelling, if not in significance, if there is any significance to be 


* Austin Nichols & Co., Inc. v. Abraham Krasne, 156 M. D. 319, March 
24, 1930. 
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attached to either of them. The first syllable of both marks includes the 
letters ‘Ex’ while the second syllable, although spelled differently, has quite 
nearly the same sound. It is deemed that where a purchaser was given 
orally the name of the applicant's mark, it is reasonably probable he would 
confuse it with the opposer’s mark by reason of the similarity of sound.” * 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for greaseless cleansing cream, the notation 
“Allsworth Sanlo Greaseless Cleansing Cream,” the last three 
words being disclaimed apart from the mark shown, notwithstand- 
ing the prior use and registration by The American Products Com- 
pany, of Cincinnati, Ohio, of the term “Zanol” as a trade-mark for 
the same class of goods, on the ground that the marks are not con- 
fusingly similar. 

In his decision, after noting that the testimony clearly showed 
that opposer was the earlier in the field and noting that applicant 
had called attention to certain registrations of somewhat similar 
marks prior to the date of opposer’s first adoption and use of its 
mark, the First Assistant Commissioner said: 


“ 


. yet in view of the decision of the United States Court of Cus- 
toms and Patent Appeals in the case of March 19, 1930 [20 T.-M. Rep. 140], 
not yet published, it is thought these registrations should not be here con- 
sidered. In that decision the court stated: 

“The sole question for determination is whether the mark of the 
appellee is confusingly similar to that of the appellant. If it is, registra- 
tion ought to be denied. If it is not, registration ought to be granted.’ 

“Without noting in detail the exact differences and similarities be- 
tween the two marks, it is deemed sufficient to state that they are regarded 
as so far dissimilar as to render confusion in trade improbable.” * 


Kinnan, F. A. C.: Held that applicant is entited to register, 
as a trade-mark for dentifrice, the notation “Zeno,” notwithstand- 
ing the prior use and registration by opposer of the term “Zanol” 
as a trade-mark for similar goods including tooth wash and tooth 
powder, on the ground that the marks are not confusingly similar. 

In his decision, after noting that the prior adoption and use of 
the opposer was established and that it used this mark upon denti- 


? United Drug Co. v. Wilfred Laboratories, Inc., 156 M. D. 321, March 
26, 1930. 


*The American Products Company v. Herbert F. Braithwaite, 156 
M. D. 323, March 28, 1930. 
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frice which is of the same class of goods as that upon which appli- 
cant uses his mark, the First Assistant Commissioner said: 


“As to the similarity of the marks, they possess certain features in 
common and certain differences. There is some testimony as to how the 
different parties pronounce the notations and how the purchasing public 
call for the goods under the marks. The Examiner found the differences 
overbalanced the similarities and deemed confusion improbable. In reach- 
ing this conclusion he noted prior registration No. 70,824 issued October 6, 
1908, to The Zona Toilet Company, set up in the answer, of the mark 
‘Zona’ used upon the same class of goods and held this registration, which 
has been renewed, limited the scope of protection to which the opposer 
is entitled. This holding is not deemed proper in view of the decision of 
the United States Court of Customs and Patent Appeals, in the case of 
American Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., rendered 
March 19, 19380 [20 T.-M. Rep. 135], not yet published. It is held, however, 
that aside from this prior registration of the mark ‘Zona,’ the applicant’s 
mark is not so nearly like that of the opposer as to render confusion in 
trade probable.” * 


*The American Products Co. v. F. A. Leonard, 156 M. D. 324, March 
28, 1930. 








